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Chapter I

Introduction

1. It is a basic principle of contemporary patant law
that a patent is granted for an invention only if it
fulfills a strict noveltv reguirement. This require-

-

ment of ncvelty is objective and global and it implile:

that a patent cannot be granted if in any r=ascnabls
.way the invention belongs to the state of the art
whether this is due to the invention alrszady being
used or having been described or menticned in a way
making it possible to a wide or indefinite number of
people to learn about it whereby a person skilled in

the art is able to work the invention.

The justification of the strict novelty reguiramant
is that cnly objectively new invantions constlituts

valuable ccntributions =o Socisty. That s why only

they ought to be rswarded with the exclusive righ:z
which is the substance cf the patent right.

Likewise it is a general princxp - at lesast in the

European countries - that the inventor whe first

t
]
3
)
M

applies for a patent is entitled £o the D&
:

ne rst inventcr. The

1]
1

.J

need nct necessarily b

reasons for attaching grsat importance to the cacte

of £iling ares partly l=2gal - the filing dats s =2asv
to te i1s difficuls

ascertain wnereas the invanticon da
to determine or prove - partly ideolecgical: The
exclusive right ought to be due toc the invento
through the patent applicartion initiates the publica-
tion procedura being one Of the crucial principles

of patent law. Through the publication the pu
infcrmed about the state of the art and is th
enriched, inter alia so that others do not s
time and meney on trying to create something
inventead.



Moreover, it is & fundamental principle that the
exclusive right conferred by the patent is limited
in time, to day aormally limited to 20 years as Irom
the date of filing of the applicaticn. The grounds
for that are to be sought for in the wish not to let
the patent right check the growth of society and
hamper the Zfreedom of cocmpetition - beyond tha
allotted pericd of protection, i.e. 2 period which
it is attampted to £fix so that it may be presumed

to provide a reascnable stimulaticn of and reward for
_the invemntive activity as well as the research and
development invalved.

Finally, it is a general principle that =z2chnological
phencmena which may be the subject o commercial
exploitation, are the object ¢f free saizure - i.e.
may be exploited bv anybody - unless they ars
protected by a patent. The principls applias wizh

certain quaiifications, inter alia due &tc tie law <f

unfair competiticn, protecticn oI trade secrsts 2tc.,

out apart from this it is of casi¢ importancs te tixs

freedom of trade andé the strucsur2 <f mcdern comps=i-
Q

- .
e foungd ner=z, =2

o

s to

ke

ticn. The reason 3
considered to Se the mest expedient soluticon thac

everybody may make use of and exploit the zresan
tachnolegy, cnly with all defarance to the gatents

>

existing any time.

2. The mentioned four basic priaci

the principal lines of mcdern Zurcopean patant law and
at the same time fcrm the background of the proclianm
which is the subject of this study: The gquesticno if

a novelty grace pericd cught to pe inzroducsd Ior =he
penefit of the iaventor.

That problem typically arises in the fcllicwing way:
For some time the inventor has se2n workiang on an
invention but nis develcpment of it has not deen

completed or 2is rsalization of zhe iavanzive idea
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is not sufficiently sharp.. Under such circumstances
he needs to check the invention in practice - i.e.
under real conditions of its functioning - or he
needs to discuss it with colleaques, for instance at
scientific congresses etc. to form a mors clear
picture of its real contents and technical foundation
However, his dilemma is that if he tests it in prac-
tice, or if hediscusses it with others he will not any
longer satisfy the strict requirsment of novelty of
the patent law. In his endeavours to finalize the
.invent;on he runs a considerable risk of destroying

the possibility of patenting.

Here the problem has been described as a deliberate
choice: The inventor would like to make some arrange-

ments being in themselves reasonabla and rational but
due to the novelty regquirement he is restrained thers
from. However, in a number of cases it is not a
question of such a choice: If the iaventer has

no detailed knowledge of patent legislation he may
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publish the invention cr ing
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s patsantable. At that time

-

then he rsalizess that it
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the possibility of grant of a paten
On the face of it, it is evident that the i
of a novelty grace period for the benefit o

£
inventor can solve the mentiocned problems. A novelzv

i -. i i3 ir t s rantec
race period means that the inventor is granted 2

further specified period - for instance of six cr

\

twelve months - within which nis own activizias do
o]

not prejudice his case in the way that ¢t
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the novelty of the invention. If the inventor L

granted such a time-limit he has a reascnable
cpportunity to organize realistic experiments, to
discuss the invention with others etc., and furcher-
more help is given to the unexperienced invantor

who only with the aid of good friends or sxperc
patent attorneys r2alizes that perhaps a valuable and

patentable invention has been made.



Presentaed in this way, it may seem odd that a problem i
exists at all. The menticned consideraticns and needs

are immediately intalligible and reascnaple, and the
inventor deces not seem to take anything away ifrzeom
anybody. Ix particular, it cannot be argued that ne
ignores the fundamental motives of the patent law:
Assuming that the ianvention is "genuine™, i.2. new in ]
relationr to the cognition of others and the general

state of the art, and assuming tha+# he appliss Zcr a
patent later, he has met all the reguirsmencts of

.getting his exclusive right. Ze has enriched Socisty

with nis technical achievement and he nas carriad it

to complete availability through the patentiag.

However, a close analysis will make it clear that
substantial countarconsideraticns exist. Inter alia
they ars the following: Firstly, any novelty gracs
pericd implies a prolongacion cf <he catant gfcteé- ' -
tion. First the inventor will ze abla =zo expl

iaventicn without a patent only =o gatent it lacsr -
ig éompetition is approaching. Tais considesraticn
speaks clearly in favour cf anv agveliy gracs zericc
seing quite shor=. As the time factor is c-ucial in
the social balancing of the =2xclusive righz, and as
the time factor is critical in some industriss, graac

n
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caution must Se shown ia the case of sex==an
cut general justification, i.e. justifications which
cannot be appliad o all iaventions. If the time <

r

O te expancded - for iastancs cus ¢

Jrotaction is
Qr the expensiva snarmacauticsl

"

censideraticn
research - it ought to be done by extanding ths :tarm
of the patant as such, nct by adding a time-linmiz
befeore it starts %o run.

Seccendly, it may ke argued that any accsess tTo maks
one's cwn Sublication and use - 2ven withia a na
time-limit - creates legal uncer=ainty en the pars <f

the competitors. The general orincinsla is as mentionad

tlat anybedy may a2xpleit known sechnolegy but LI a
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novelty grace period exists nobody knows where he
stands. Is a patent applied for later, or has the
inventor given up to acquire an exclusive right?

In this case, too, even a shoért time-limit may be cof
great importance if competition is keen. Tc give the
competitor a lead of e.g. & months may be fatal and
without any reason at all if the inventor in spite of
everything does not apply for a patent. A conside-
rable distinctness is required of modern patent law
as it involves a most efficisnt competitive device.

Finally, it must be realized that any novelty grace
period inevitably could lead to considerable
difficulties with regard to evidence. The disclosurs
effected by the inventor himself under cover of a
novelty grace period coculd be taken possession of by
others who could then claim that they had made the
inventicn. Subseguently it could be attended witih
insuperable difficulties to establish (I that (s the
case or if in reality two competing inventions 2xistT.

ther counterconsiderations can pe discussed,
out those already menticned should sufiice zc pr
that the problem if a novelty grace period cugnt e
be introduced or not, is a genuine proplsam: Thers Ls

much to be said both fcor and against it.

The subject of the present study is to survay the

problem of a novelty grace pericd and te prasent tTh2

relevant considerations and counterconsideraticns
e

with a view. to balancing them against each other.

In this connection it will be cansidered if the

d
existing needs lead to the reccgniticn of

{5
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grace period or if they lead to other modificaticns
of the patsnt law system. Here like alsewhere it
applles that a problem does not necessarily l1=2ad to 2z
well-defined alternative (acceptance or rajection).
Other possible soclutions may be discussed. Tartio

datur.



3. The problem concerning a novelty grace pericd is
not a new cne. For the time being novelty grace
pericds exist im certain countriss, while ctler
countries have had navelty grace periceds for a number
of years but have given them up later. This is the
case of Germany, amang others. The discussions have
been going on for & number of years, during racsent
years, in particular, within the AIPPI. The problam
locks a bit different in the variocus countries as a
number of differences ramain between the patanc
.lagislations of the countries. Thus it is necessary =o
make am expasition of the principal lines of £
national systems of the individual countriss befers
a2 more general analysis is carried through.

The scheme of the rapresentation is thus the Zollcwing:
In chapta2r II an account is given of the lagal sicua-
tion in national law of the iadividual ccuntries. In

principle, the account is lLimitad to covering the
Member Statas. However, Bty way of intrcducticn
information is given abcut the situaction iz tie

- . \
al Cue TQ o8 gr2az

United States of America anéd im Ja

‘U

importance of thesa countrias in the field <f tacanc-
logy. In addition to a survey of the lecal sizuaticn
in each country the chapter contains ialormaction
about'the'arguments oJresented in each countrv gre

and con a ncvelty grace pericd and oy that 2a idea is
Given of how the problem is 2eing locked upcen in =2ach
cf the States to the extsnt the problam nas )

brought up for discussion.

In chapter III the contents ¢ the internaticral
conventions are described, including the discussicns
which have taken place at the internatiocnal lavel.

In this raspect the internaticnal organizaticn AIZPI
has constituted an important forum of dekate.

In chapter IV a c¢cross analysis of the problam is

carried through. It contains an enumeration <f the

Z
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argquments having been advanced both for and against
a novelty grace period, and an attempt is made to
analyse whether these arguments are well-founded,
including also an evalution of the importance
attributed to the stated needs.

On the basis of this some conclusions are drawn in
chapter V, i.e. a motivated attitude to the main
problem and to the special questions derived from it.



Chapter II

The Legal Situation in Naticnal Legislations

The: present Eurcpean patant laws normally do a0t
comprise real novelty grace pericds, but only
limited novelty grace provisicns. These provisions,
predomigant in the naticnal patent laws in thcse
Common Market countries which have accomplished
harmanization with the Eurcpean Patant Conventicn,
are to be seen on the background cf the supe:id:
requirement of a patentable inventicn, i.2. =he
requirement of absolute novelty.

The requirement of absclute novelty applias ia the
countries wiich have accomplished complet2 harmeniza-
tion with the Zuropean Patant Ccaventicn. The ghilce-
sophy behind the requirement is that only r=2ally new
inventions enriches technology and only the detached
enrichment is decisive. According te the lagal
definition, everything made availagle to the

o
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in the state of the art - irrespective cf time cr
place. This concept and its iatarnazicnal sxtansicn
is a cornerstone of the internmational cogency cf

the patent system. Formerly it was allowed ifcrsigners
to obtain a patent right in a countrv Scr an inven-

0
3]
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)

tion which he had sesn zeing werked or Rad aven w
himself in his native country.

Foreign patent applicants in Europe, 2.3. appliéén
from United States of America, ars afiactad by the
reqguirement of absolute novelty. To Zurcpean

applicants for a patent in the Unitad States ¢
America a diffsr=nt system appliass. The american
rules concerning anticipation differs a lot from
the European anes. The decisive peint is not the



1

filing date or the priority date (if priority has been
claimed) but the time when the invention has been made
(The principle of First-to-Invent). To this must be
added that everything which at this point was known
or used by others in the United Stétes, or patented
or described in a printed publication in the Unitad
States or in a foreign country, censtitutes a tar to
novelty. Furthermore, a novelty bar exists if the
invention was patented or described in a printad
publication in the United States or in a fcreign
.country or had been worked publicly in the United
States more than 12 months prior to the date of
£iling. '

(D]

In the case of Japan the novelty reguirement 1
territorially limited, too, except for descriptions
of the invention in printed publications. These

constitute anticipaticn both if published inside and

outside Jacan.

jo]

Commeon Market countries is l2doffwith a dascriptio
of present law in the United S s and Japan. These
countries are important trade rtners to the

Community and the technolegical develcpment and its

ot
[

O O
[ )

3

aa

=
or
=

conditions thers has a great impact on the si

a1

is

in Europe. This holds true whether the ind

‘0 u

=1

"
ol

just
these countries are viewed as competitors cr as

o

of the basis of continued technological greowth 1L
the commen western world.

Afterwards an account is given of present law as

‘0

he Common Markest

t

regards a novelty grace period in
countries. The earlier legal situation 1s mentioned,

tco, as it impliss a valuable esmpirical basis.

L 1
fu
(a1

Besides, the =earlier legal situaticon showed a

ot
(0]
()Y
R
|81
{1

more variad picture as the harmonizing efiec
Zuropean Patent Convention and the Strasbourg C

tion c¢on the Unification of Cer+tain Points of Su



stantive Law on Patents for Invention did not settle
ir the naticnal patent laws until the last nalf of
the 1970'es. As for each country the specific naticnal
deliberaticns in connecticon with a rule granting a
real ncvelty grace period have been reproduced,
including, toe, am account of the-fespective provi-
sions about exhiibition protaction. The exhisiticn
protection can be understoed as a special case in

the discussion about a2 novelty grace peried, yat a
case which to day is of minor impcrtance.

10
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United States o £t America

The American novelty concept differs a lot from that
of the European patent legislations. This is partly
due to the principle of the first inventor having the
right to be granted a patent, partly due to the fact
that in assessing the novelty it is not only decisive
what was known at the date of filing but also the
state of the art at the date of the invention.

_American law allows a novelty grace peribd cf one
year. However, its grace period differs in character
from both the extensive novelty grace prcvisions
known in Europe before the harmonization of the
1970'es and the limited provision emanating frem Art.
4(4)(a) of the Strasbourg Conven=ion and which to-cay

recurs in national legislations.

The American Patents Act of 1939 Title 35

102 lays down the conditions for patentabi
~velty and loss of right to ﬁatent. Sec. 1
following wording:

"A person shall be entitled to a patent unless -

(a) the invention was known or used by others in thi
country, or patented or described in a printsd publi-
cation in this or a foresign country, before the in-

vention therecf by the applicant for patent, or

(b) the invention was patsnted or described ina orinat

ed publication in this or a foreign country

o 0
8]
-
o}

public use or on sale in this country, mcre tha
year prior to the date of the application for patent

in the United States, or
(c) he has abandoned the invention, or

(d) the invention was first patented or caused to be
patented by the applicant or his legal representa-
tives or assigns in a foreign country prior to the

date of the application for patent in this country on



an application filed more than twelve mcntiis before
the filing of the application ix the United States,
or

(e) the invention was described in a patent grantagd
o amr application for patent by ancther £iled in the
United States before the‘inventicn,therecf oy the
applicant for patent, cor

(£) he &id not himself invent the subject mattar
socught te ke patented, or

(g) before the apwlicant's inventicn shereof the in-
vention was made in this country by anotier who had
not abandoned, suppressed, or concealad it. Ian deze
mining priority of inventicn there shall te considered
not only the respective dates of conception and raduc-
tion to practice of the invention, but alse the r2ascn-
able diligence of cone whe was Zirst to ccnceive and
last to reduce to practice, frem a2 time prior cto con-
ception by the other.”

The praovisions of Sec. 1Q2(b) are cf particular
interest ia analysing novel:y gra ;
they will be further dealt with o

8y way of iatroduction it must, however, Se scinwaé cusz
that in cases where the fcllcwing circumscances ,2xist
o]

o
4 <
3]

ag daws =2

'..4.

more than one year befcrs the il

absolutely bar the ncvelty (Sec. 102(2)):

-yebm s
~ ot - -

.

in a printsd ;

1. Description of the inventic
Werld.

@

cation, nc matter by whom or wnere in £i
2. Patenting of the invention,

where in the World.

nc matter by whom or

v

3. Public use of the invention 5y somebedy in the
Cnited States.

4. Qffer for sale of the inventicn by scmebodv ia the
Uniced States.

The following circumstances are prajudicial according

|17

(X%
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to Sec. 102 if they exist before the date of inven-

tion:

1. Description of the invention in a printed publica-
tion anywhere in the World (Sec. 102(a)).

2. Patenting of the invention, no matter where in the
World (Sec. 102(a)).

3. Others' knowledge cf the invention or use of the
invention by others in the United States (Sec.
102(a)).

4. Filing of a patent applicaticn by a third pers
in the United States, leading to a granted patent
in which the invention is described (Sec. 102(

5. The invention of a third person who has not aban-
doned, suppressed or concealed it (Sec. 102{(g)).

The last-named circumstances no.s 1-3 may ceascitute
& novelty bar even when they occur within the grace
period of one vear prior to the filing date. Howaver,
their effects may be avoided provided that the iaven-
tor is able o prove that the date of his ianventicn

is earlier.

=1

It holds good of all the kinds of anticipaticn %
they must disclose the subject-matter for which paten
protecticn is sought with sufficient clarity e ia-
struct thcse ordinarily skilled in the relevant art
to recreate it and the anticipating source must place
the claimed subject-matter within public resach.

The Statutory bar provision in Sec. 102(t) applies
when "the invention" was patented, described in a

printed publication, in public use or on sale more
than one yvear prior to the first inventor's applica-
tion filing date. Exact identity is not required,l)
it is enough if two processes or devices are substan-
tially the same or if advance from one invention to
the cther does not amount to "invention". The require-

ment non-obviousness applies both at the time of
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invention and at the time one year prior tg the date
of applicatian for a patent.

The fact that the: invention was "patentad ..... in
this country or a2 forsign counetrvy” cr that the iaven-
tion was "described in a orinted publicaticon ina this

country or a foreign countrv™ constitutes a sar co
novelty. An earlisr patenting as a bar to novelty is
only of interest with respect to countriss wnich
grant patants without or prior te the publication
of a.printed.speciﬁicaticn.Z) In cther cases novelczy
will be lost imr accordance with Sec. 102(a) by che
orinted, unexamined patent application (Offsnlegungs-
schrift) which a graewing number of countriss publish
18 months after the priority date of a patant appli-
caticnr. Patanting abrocad may alsc exclude a pacent in
the United States in cenformity with Sec. 102(4).
The céncept "Gascribed in a priated publicatien" is
liberally interpretad. It is not lLimited to the tra-
dirional process of printing, and a singls tycewritzien

d&issertation placad in one library as well as
film article gqualifies. A paper distribuz=sd at 2 o
fassional ccnizaresnce cutside =he Tniz

n.
w
o
[
il
1
n
1Y)
]
mN

an unindexed copy in a university librarg cz2n de
publication.

"Public use" constitutes ancther statuzory zar 2o

e
tas. Thas

1]

novelty if it occurs in the Unitad St
tor's public use more than one vaar prior <o Iiling-
of a patent application excludes a pacant. & zhirs
person's public use is anticipatory both i1 L= has

started more than one year before the iaventor filss

ol
14 3
0
)
']
n
1))

his application, and even if that is no
if ic is prior to the dats of =he iaventicn which
a patent is applied fer. According =o l2gal usacge
very little use and very little puslicity ars raguizad
in crder =o constisute a public use. The use of 2
product ¢r pregess in its natural andé iatended wav

N
(8N
[
[
r
0
0
4]
Mm

even if it is hidden from txuly public vie
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nature of the invention or e.g. the use occurs inside
a factory is public. However, secret use with the
inventor's consent under limitation, or restriction,
or injunction of secrecy may not constitute public
use. Both the inventor's secret use and third person':s
secret use permitted by the inventor are considerad
as public use in cases of commercial exploitation.
The view is here - as in the case where the inventor
conceals his invention, and uses it for'his own pro-
fit - that the ultimate object of the patent lagisia-
,tion3) being to benefit the public by the use of the
invention after the temporary monopoly shall have
expired otherwise is not taken into consideraticn.
"The inventor shall not exploit his disccvery compe-
titively after it is ready for patenting, he must
content himself with either secrecy or legal monopely.

"

The gquestion whether secret use without the inventor
consent constitutes public use still lacks definitive

o
5}

da

t

resolution in American patent law. At le2ast it goes

e
w

if the use by any person other =han the inventor

NES

commercial it will rar=ly be found to be non-public.

The fact that a subject-matter fcr which a patent has
peen applied for has been "on sale" is a bar tc novelzy
if it has taken place more than one vear prior to

‘__.l

int o lega

f‘;
0

the filing of a patent application. Persua

S)

usage @ven a single sale prior tc the ¢ a:c

(1}

[oR

itical

(a1

-

will result in an invalid patent. Even if nc de

§—
-

very 1s made, the existence of a sales contract dlus
reducticn of the invention to practice beyond <he

'4
2J

stage of experimentation constitutes placing the

6 . .
vention "on sale”. ) Earlier legal usage workad with
the so-called "On Hand" Doctrine7) according to wnich

i-
1

h

neither an offer nor an actual contract was a suf:
cient placing on sale unless a completed ané working
model of the invention existed prior to the critical

date. That doctrine seems now to have been left 8)
thus requiring now that (l) the complete inventiocn

claimed must have been embodied in or obvious in view



of the thing affered far sale, that (2) the inventien |\
mast have been tested sufficiently to verify that it

is operable and commercially marketable and that (3)

the sale must be primarily for prafit rather than Idr
experimental purposes.

The Experimental Use Doctrine sreaks through the rule
that public use of the invention or the iavention
being cen sale constitutes a statutory sar to acovelsy
and thus patentability. In this respect .la2gal usage
.goes back to the year of 1878. The Supreﬁe Courtg)
recognized that with regard tc scme inventicns it can
be necessary (in concretao: rocad paving) that the
testing to scme extent has to be in public, and has
tao be for a substantial pericd of time, and that is
without constituting a novelty bar to a patant appli-
catian not £iled until more than cne year later, cr
withoué.takiné‘the late £iling as an expression cf -
the inventor having abandened his iaventicn, <I. Sac.

102(¢). The pericd of public use must, howaver, be

confined to wnat is reasconably necsssary under the
10)
£

circumstances. The applicant is allowed tc maks

sXperiments net only with a viaw to develcping, per-

fecting, completing or reducing to practice zhe ia-

1l)

vention. In one czase the iaventor was allcwed =o

"

-
-

test it, not only for a reducticn to a definitivs Io

-
b

‘.o.

but for a determinaticn as ts the worth cf exzlciz
his ideas as part of the experimental pericd but =i
inventor's retenction of contrcl cver the iLaventicn :is
normally essential to a finding of experimenzal use.
Experiment dces not includs market t2sting or attampts
to develcp buyer demand for the iavanticn. That is
considered to be commercial exploitatiocn ¢f a complat-
ed invention. If on the other hand it is .

it is experimental use, the fact that the Sublic
incidentally derives benefit frem i3, doces not in
itself imply loss of novelty.
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Particular problems arise when the alleged experi-
ments have had a dual purpose. In such circumstances
some decisions have attached)importance:to the fact
if the use was primarily experimental and only inci-
dentally for trade or profit or stated that the use
must be sclely for experimental purposes. Other de-
cisions have made a comprehensive valuation both of
the sale and of the use. In these cases the decisive
stress was laid on the facts that the public use 1is
by or under the control of the inventor,. and for no
.longer pericd than is reasonably necessafy to deter-
mine by experiment whether the invention is complete
or requires modification or change before final

adoption.lZ)

The exception to the anticipatory effect of "public
use"™ or "on sale" implied in the Experimental Use
Doctrine does not show itself clearly defined by lega.
usage. The decisions are partly conflicting, ané nu-
merous are the writers who emphasize that sach indi-
vidual case can only be judged by its details and

oas . . . ., 13
furthermore that the issue is not.pradictable. )



Notes: : 1%

l.

L.

12.
13.

. CE. International Tocota-Crown Co.

Chisum: Patents, Vol. 2 § 6.02(3), Senjamin W,
Colman: Identity Tolerance: Under the "Cn Sale" -
and "Public Use™ Provisicns of Section 1C2(b),
JBOS 1972, p. 23-33 (p. 34) and Robert L. Zieg:
Developments in the Law c¢f£ "On Sale", JPOS 13876,
p. 470-504 (p. 479).

Avery/Mayer: Das US-Patent, 2. Auil., 1982, p». 86-
89.. 5

Stedman: Patents, 1939, p. 187 and Chisum: Ibid.

§ 6.02(3).

Chisum: Ibid. § 6.02(5).

Minnesota Mining & Manufacturing Co. v. Xent
Industries 40% F, 24 99, 161 US2Q 321 (6th Cir-.
1369) .

Zieg: Ibid. p. 472.

Chisums: Ibid. § 6.02(8).

Chisum: Ibid. § 6.02(6) Timely Preds. Corp. v.
Arronm (1973)323 7 24 288,187 USPQ 237 (24. Cir.

~

. City of Elizabeth v. American Nicheclscn Pavement

97 US 126,24 L =4, 1000 (1878).

7 vl .
140 US 55,35 L Ed4. 347, 11 S. Ct. 716 (1891) and
Chisum: Ibid: § 6.02(7). |
Aercvox Corp. v. Polymet MEg. 67F.24 863,20 CUsS=2Q
119 (24 Cir. 19833).
Chisum: Ibid § 6.02(7).
See among others Avery/Mayer: Ihid. g$. 90.
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Japan

The present Patents Act of 1959, as latest amended in
1978, lays down the novelty concept in Sec. 29, and
Sec. 30 contains a number of exceptions %o the novelty
requirement. Inventions which were publicly known or:
publicly worked in Japan prior to filing of the patent
application and inventions which were described in a
publication distributed in Japan or elsewhere prior

to the filing of the patent application ars not pa-
tentable according to Sec. 29(1).

Sec. 30 has the following wording:

"In case with respect to such inventions which a persor
entitled to obtain a patent has caused tc £all under
any of the items of Article 29 paragragh 1 in the
course .of an experiment, by presenting in a priatad
publication ¢r in a research meeting in writing wnich
is to be held under the sponsorship of such scisnti-

fic organizations as being designated by the Director-

[\
n
m
e
|

General of the Patent Qffice, such =2 person 2

plied for a patent within six months as from =he cday

on which such inventions have come to 2e classifie

as such, such inventions shall be deemed not to have
D

fallen under any of the items of the same para

2. In case with respect to an invention which has
come to fall under any of the items of Articls 29

(1]
[oN)

paragraph 1 against the will of the perscon entitl
to obtain a patent, the person has applied for a pa-
tent within six months as from the day on which it
has thus come to fall, the same as in the preceding

paragraph shall apply likewise.

3. In case with respect to an invention which h

[No B {]]

a
come to fall under any of the items of Article 2
paragraph 1 by being displaved by & person antitled
to obtain a patent at an exhibition held oy the Go-
vernment or a local public body (hereinafter referred
to as the "Government, etc.") or at an internaticnal

exhibition held, within the territory of a countr



belonging to the Paris Conventiocn, by its Government,
etc. Or an entity with the permission theresof,. or at
an internaticnal exhibition held, within the tarrito-
ry of z country cother than those belonging te the .
Paris Canvention, by iLts Government, etc. or an
entity with the permission thersof, as designatad by
the Director-General of the Patent Qffice, the perscn
has applied for a patent within six menths as from
the day on which such invention has thus come <o fall,
the same as in paragraph 1l shall apply likewise.

‘4. Any person wiho is desircus of being faveourad with
the applicaticn of the provisions of paragraph L or
the preceding paragraph with ra2spect te an inventicn
inr respect of am application for a patsant, shall sub-
mit & document stating therein that effact simul-
tanecusly with the submission of an applicaticn fd:

& patent, and alsc submit a document which certifiss
that an invention thus appliad for a patent is the
one provided for in paragrapir 1 or the preceding pa-
ragrapn to the Director-General of the Patant O
within thirty days as from the day con which the

" tﬂ

.» 4,
ll)

application for a patant has teen submittad

The provision includes both prior publication by the
applicant nimself and publications which nave takan
place against his will. The protecticn at 2xzhibk

g

0
n

tions does not give a priority right, but includ
exhibitions helé in Japan as well as exhibitions
abread if cnly the exhibitions ars held zy the Zovara-
ment or a lccal public bedy or an en:i:y Wwizh the
permission thereof. By a court decisionl) it nas b
establisnhed that the exhibition of the iaventicn at a2

ces act

n

fair without zhe will of =zhe prcper cwnar &
°

0

constitute a par To novel:ty if a patant apolication
1s filed within 6 meonthas. That 2lso holds goed whe
the public exhibition arises from the son of zhe lacar

patent applicant.



2.

2) illustrates the

Scme recent Japanese decisions
interpretation of the concept "published it in print"
in Sec. 30(l). In the latest decision cbncerning this
question, Decision of the Tokyo High Ccurt, June 22,
1982,3) it has been established that the novelty
grace period does not apply in cases where an earlier
application for the same invention, filed'abroad,

has been published in the QOfficial Gazette of the
country in question as part of its procedure for the
grant of patents. By this a doubt which had sxisted

for many years was eliminated.4)

Notes:

1. Tokyo High Court of April 26, 1971.

2. Made by Board of Appeal August 8, 1974 (menti
by Esaki GRUR Int. 1982.231(232)) ané July 12,
1975.

3. Reproduced in IIC 1983.549 and in GRUR Int. 1981,
117.°

4. Further elucidated by Zsaki: Inid.



Belgium

Present Law

The Patents Act in force in Belgium is the Act of

1854 as latest amended 1374. Unlikea the patent legis
lation of most other countries the Act does not define
the novelty requirement directly. Sec.s 24 and 23 o
the Act e contraric‘lay down the novel:sy concep

-
3
D

-

9]
o
.

indicating the grounds for ravocation cf a2 gater

According to Sec. 24 :
"A patent will be declarad null by the courts for zie
follewing rzascns:

() whemr it is proved that the patented matter has
beerr used, carried into effect or worked ccmmer-
cially by a third party within the Xingdcm sefcre
the legal date of the invention, Llmpertaticn or
improvement;

(b) .....

(c) when it is proved that, prior to the date2 cof
£iliag, the complate specificaticon and zhe axacs
rawings af the patanted mattar have been producsad
in a printed and guklished work or collesction,
unless as far as patents cf importaticn arsa ccn-
cerned, tnis publication is 2xclusivelv dus tc
a legal requirement.”

Sec. 24(a)L)

c
s a2 . . o .
working ) oy the applicant or nis successor ia tictls
s

implies that manuiacture, sals
be it inside or cutside Belgium does not constizuta
a bar to necvelty - without a furtier time limizt in

relation to the filing date. The 2mployee

of ci
applicant are identified with him. A third perscon
c

n
‘0
.— 4
fu

use of the invention in 3elgium which take
independent of the inventor or by an act Lacurriag
damages, cf. Code Civil 1807, Art. 1382, implies 1
of novelty. Contrary tc the patent legislation of

several other countrias from that tSime i= is act a
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condition of loss of novelty according to Belgian

law that the public is rendered capable of working the
invention by a third person's use or sale of the in-
vention. Naturally that concerns patents for processsas
in particular. With the clear attitude to the effact
of a third person's exploitation of the invention witl
respect to the novelty concept it is of no interest
to form an estimate of the gquestion whether the ex-
ploitation has been made possible by carelessness,
error or the like on the part cf the inventor.

If on the other hand the applicant has explained the
invention in a published work or cocllecticn, that is
considered to be prejudicial and excludes the grant
of a patent, cf. Sec. 24(c), of course for instance
except when his publications are confidential publica-
tions distributed to some peopls inside a company.
This is the case nc matter whether the publicaticn in
print has taken place in Belgium or abroad. The ccn-
cept of "published work cor collection” (cuvrage cu
recueil imprimé et publig) is to be understocd as ccn-
trary to hand-written and includes alsc th2 cases
where lithographic or photographic reproduction tech-
nigues- have been used.z) Any opublication in pri
a third person which does not occur as par:t O
tent application procedure will likewise result in
the revocation of the patent, even when the p

tion is unauthorized.

An coral disclosure of an inventicn at a public meeting

or a public lecture with or without picture does not
A4\
constitute a bar to novelty.4’

National Deliberations

S) . . )
) nas informed in 1981

The Belgian Grcup of AIPPI
that a proposal toc the effect that the inventor's

own prior publication shall be accepted as an 2=xcsp-



tion ta the requirement of absolute novelty as laié
downr i the Burcpean Patent Convention cannot be
agreed ta by the Group. The reason is that the grcé’
pasal will sxpcese the inventors to the following '
dangers: The inventor will run the risk of being de-
prived of his inventiom by third partias which, ose-
écminq'awa:e of the divulgation, would apovly for
patent befgre him. It will very oftenm be difficult
for the inventor to make the necessary preoef in crier
to succeed in an acticn for racovery of ;he patant.

m

Brotection of Inventions at Zxhibi%ions

Ne explicit provision granting protacticn oI iaven-
rions at exhiibitions exists in the legislaticn. Scw-
aver, as far as internaticnal exhibitions are_ccn-"
cerned usually a roval decree is issued granting
every 2axhizitor who orders a certiiicats from the
local authorisy where the sxhibition takaes place, with
a descripticn of the object of the exhibiticn an-
clcsad, the right that the werkiag or puklicaticn <f
the iavention caused bv the exhibiticn (s net ccn-
sidered to be prejudicial. Furtherncre, ne enjogs the
rights for a patant, hcowewvar, only for a pericd rumning
from the display at the exhibition till the 2nd ¢
the third month calculatad frem the clesing <f ctiae
exhibiticn. The title to issue a roval decrze in-

cludes as mentioned only international a2xhizizicns.

"
m

ars nc

Under the provisicns of the Patents Act cas
possibilities of granting protsgction at naticnal
exhipitions, i.e. exhibizions which are ot cpen =2

the particigacion of fcreigners./)

About protacticn of iaventicns at sxhibiticns vander
8)

Haeghen - cocmmenting on Art. 11 of the Faris Con-
vention - declarss cthat the prevision {s act used

very much in 2ractice and that lavanters must e

[}
)]
‘—D
<
M
n
O
o |
-
1]
fu
ja |
[0}

strongly advisad nct tc base tham
postpene the filing of a patent application.

24



Notes:

1. Picard & Olin: Traité des Brevets d'invention,
1866, p. 231-232 and vander Haeghen: Brevets d'In-
vention, Marques et Modeles, 1928, p. 184.

. Picard & Olin, Ibid, p. 232.

Further examples vander Haegden, Ibid, p. 185-186.

vander Haegden, Ibid, p. 186.

AIPPI Annuaire 1980/II, p. 215-216.

Alexander-Katz: Das Patent- und Markenrecht aller

Kulturlidnder, 1924, Belgium, p. 12 ana Schanze:

Patentrechte des Auslandes, Band I, Das belgische

Patentrecht, 1907, p. 20-21.

7. Schanze: Ibid, p. 21.

8. Ibid, p. 241.
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Denmark

Presant Law

The novelty concept in Sec. 2(l) and (2) of the _
present Danish Patents Act, 1978, corresponds te that
of the Eurcopean Patent Convention as defined .in Ar<.
'§4(L)=(3). Sec. 2(5) of the Danish Patents Act ccn-

tinuess:

"Patents may, however, be granted for inventions made

available to the public if the disclesure of che ia-

vention occurred withix 6 months preceding tihe filing

of the applicatiom and if it was in consequence of:

(1) an evident abuse in relation to the applicant cr
hig legal predecessar, or

(ii} the fact that the applicant cor his lsgal prade-
cessor has displayed the inventicn at an cfii-
cial, or cfficially recognized, internaticnal
exhibition falling within the terms of the Con-
vention on Internaticnal EZxainitions, signed ac
Paris on the 22nd November, 1928."

Apart from an amendment on a poiat of form in 1
after which it is expressly said that the =xcep
cnly covers officially recognized exhibizicms
within the terms of the Convention of 1928 - ag
even before the amendment in 1978 - zhe provisic
remained unchanged since the Patsnts Act of 1967.

Sweden like the other Nordic countries has had a zro-
vision exactly like the Danish one since 13867. In
Sweden the gquestion of the contsnt of the concapt of
"evident abuse" has been under consideration in a3 very
special case. By the decision of the Regeringsrictzan
(the Supreme Administrative Court) of Septamcer 30,
1975,1) it was judged in a case whers a patant nad
been applied for beth in Sweden and in Germany tha
the fact that the German Patent Cffice oy a mistake
had published the invention 5 days pricr tc the filiag
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of a patent application in Sweden could nct be consi-
dered to constitute such an evident abuse 'in relation
to the applicant which is a prerequisite to the appli-
cation of the exemption clause of Sec. 2. That deci-
sion confirms an earlier decision made by the Swedish

Board of Appeal in a gquite similar case.Z)

Earlier Legal Situation

With one exception no rule existed before the entry
into force of the 1967 Act on January 1, 1968, allo-
wing in particular cases prejudicial circumstances
before the filing of a patent applicaticn not. to be
taken into consideration. The exception was Sec. 28
of the Patents Act of 1894 as latest amended in 1958,
concerning protection of articles which have been

presented at international exhibitions.

National Deliberations

Even though the Nordic Patent Committaes®) at the time
of the preparatory legislative work Xnew both the EEC-
Draft and the Strasbourg Convention, they took an
independent decision on the guestion of intrcducing 2
novelty grace period. With respect to the inventor's
own prior publication the decisive fact for the com-
mittees was the view that the public has a certain
claim to be sure that inventions which have been made
available to the public may be exploited, toc, with-
out any risk of being attacked by patents appliad

for not until later. Besides, the public has a claim

to know as early as possible which acts are or may be
expected to be prohibited by a patent prctection, and
which acts may freely be performed. However, the com-
mittees mentioned that it appeared to be attractive

if the patent legislation made it possible that in-
ventors to a large extent got a chance during their
work with their invention to get into touch with spe-

cial experts in fields connected with their invention,



and that by lectures to a scientific forum they were
given the possibility tg have & further sxpert dis-
cussion of the problems which the invention may give
rise ta. Still, the conclusionm was that na special
exceptian tao the navelty provision was introduced to
the benefit of the inventor's prior publication. Az
the same time it was further painted cut that usually
the filing of a patent applicaticn befcor= publication
will not cause the iaventor much difficulty or put
him =o substantial expense. .

During the discussions which have taken place in Denmark
in 1981 in connecticon with the AIPPI Question 73: Pricr

disclosure and prior use of the invention bv the invantor,
the attitude has been negative to the introducticn of
& navelty grace pericd as regards the applicant's own
prior publicaticn. Ia particular, the raflecticn ha
been that the now existing possibility cf =asy world

n

s
»

wide ccmmunication iavites to fraud in a svstam i

which an applicant is allowed to publisn the Ilaventicn

long time befcore the filing of & ccrresponding apeli-

cation. The applicant may find aimseli in che impes-

- -

sihle situation in which he has 2o prove zhat a Subli-

caticon ¢f the invention alsewhere was in fact derivad
from his own disclosure or worse somebedy may havsa
filed an application in ancther country maybe mers
elaborats than his own disclesures. Morsacver it has
been menticned that it would seem that the introduc-
tion of a grace pericd for tke ianventcr will snta:
large number of doubtful cases and further acdministrz
tive costs, and it would furthermcre seem tha
advantages accruing from such a pericd o
small that only in case it wer= universall

w
i
(0]

(5 T
(1]
o
vy

would it be of any practical use. Ther i
velopment should wait until other unification @f the
varicus patent laws has taken place.

26
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Protection of Inventions at Exhibitions

4)

The former Danish Patants Act Sec. 28fhad the fol-

lowing wording:

"If an invention has been displayed in this
country at an international exhibition which is
recognized as such by the Minister of Commerce,
when filing an application to the Patent Com-
mission at the latest 6 months after the display
of the invention at the exhibition, the inven-
tor shall be entitled to the grant of patant no
matter if the invention during that period of
time has been described or used as mentioned in
Sec. 1, no. 3. By a royal decree it may be de-
cided that the same applies to inventions
displayed at internaticnal exhibitions in a2

foreign country provided they have been rescog-

nized by the Government of the State in gque-
sticn ....

For inventions which pricr to the filing of a
patent application in a foreign country have

been displaved at an international exhibition
as mentioned in subsection (l). of this section,
the priority period always runs from the day con
which the article was introduced into the exhi-
bition and may never exceed 12 montihs from

that moment ....

In view of the insignificance cf the rule in practice
and of the risk involved in through these gprovisions
inducing inventors to let their inventions be displaved
with the effect that their later patent applications
abroad are rejected due to the publication which has
taken place, the Nordic committees were of the opinicn

S e e " . C .
) that the rule ought to be limited in

in the Repcrt
such a way that in the future it should c¢nly cover
the exhibitions defined in the Convention on Inter-
national Exhibitions of 1928. In this connection the

committees had an eye to the corresponding limitation



ir the draft Strasbourg Conventicm and the dratft EEC 30

Patent Convention.

According beth tg the Patents Act of 1894 and the
passed Act of 1967 and the above-mentiocned interna-
ticnal ceonventions the grctscticn ef inventions at
exhibitiaons covers goods and processes as they use
the wording "display of the invention” whereas the
Paris Convention Art. ll only mentions gocods. As will
appear from the woﬁding of Sec. 28 of the 1894 Act
the protection as concerns exhibitions abroad was
dependent onr reciprocity. That condition has lacer
been considered unnecessary.

Notes:

1. NIR 1876.233-34.

2. Carlman: Patent, Administrativ patenctpraksis i Sve-
rige, 1378, p. 189 et segq.

3. Betenkning (Repor+:) angaaende acréisk satentlovgiv-
ning, NU 13963:6, p. Ll39=-141.

4. Consclidate Act Ne. 361, December 19, 1338.

5. Supra not= 3, p. 137.
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Germanmy

Present Law

Nowadays novelty is rsquired in accordance

with Sec. 3 in the Patents Act 1981. Sec. 3 in its
version in Art. IV No. 3 IntPatlG (Sec. 2 of the 1268
‘Act) goes back to the Strasbourg Convention Art. 4
and corresponds to the EPC Art.s 54 and 55.1) dereby
alse German law took over the requireménp of absolute
.novelty, and in doing so the state of the art was
considerably extended.

Sec. 3(4) has the following wording:
"For the application of subsections (1) and (2), dis-
closure of the invention shall not be taken into con-

sideration if it occurred no earlier than six montas

13

oreceding the filing of the application and if i
was due to, or in conseguence of:

1. an evident abuse in relatiocn to the applicant

or his legal pradecessor; cr

2. the fact that the applicant or his legal pre-
decessor has displayed the invention at an
official or officially recognized intarna-
tional exhibition falling within the terms
of the Convention on International Exhibi-

tions signed at Paris on November 22, 1228.

Sentence 1, paragraph 2, of the present subsection
shall apply only if the applicant states, whsn {iling
the application, that the invention has been so dis-
played and files a supporting certificate within four
months following the filing. The exhibiticn referred
to in sentence 1, paragrzph 2, shall be published by
the Federal Minister of Justice in the Official Jour-

n

nal (Bundesgesetzblatt).

By the entry into force of this provision the pro-
tection provided by the novelty grace period of the
1968 Act and by the Act concerning Protection of In-



ventions, Designs and Trademarks at Exhibitions of
Mazch 18, 1304,2) was abolished, cf. IatPatiG Art.
VI and Art. XTI Sec. 3(6). Neither preotaction at an
exhibition covered by this Act nor protecticm ia
accaordance with the earlier ncovelty grace period can
be claimed in applications filed en January 1, 1§81
or later, cf. IntPatlG Art. XTI Sec. 1(2) and (3).

Earlier Legal Situation

. In the pericd from 1936 till the amendment of the act

in 1980-81 the concept of navelty was laid down in

Sec. 2 as follows:
"An inventicon isnot new if at the time of fi-
ling (Sec. 26) im published publications Zrecm
the latest 100 'years it is already described
or alreday used in the heme country so public-
ly that use by other persons skilled in z=he
art seems possible. A description or use with-
in six months prior to the application shall
net be considered; if it is based urpon the
invention of the applicant c¢r ais la2gal pra-
decessor."

The reason for intreducing the special novaliv-porovi-
sion in German law was tnreefcld.z) (1) The new 2rc-
vision should prevent the unijust damage wihich may

oe caused by the descripticn of the ilaventicn Ia
orinted publication by third perscn cr by public uss
without the will of the inventcer prior to filing cf

a patent application. (2) The provisicn saculd make
allowance for the need of the less experienced in-
ventors or iaventors of mederate means to 2xplain

his invention publicly for l=arning whether (t is
profitable te apply for a patant. (3) The provision
should aisc neutralize the harshness implied ia zhat
the unexperienced iaventor due to lack <¢f Xaowladge
of the rules of law publishes his iavention prior

to the filing e¢f a patent application and theredy
excludes himself frem patent owing =o lack of novel:zy

%
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of the invention.

The reason for fixing the novelty grace period at 6
months was to avoid an unnecessary delay of filing a
patent application and to avoid troubles in etabli-
shing facts during the procedure of the patent ap-
plication. The legislator by introducing a novelty
grace provision for German inventors did not coverlook
the risk they might runm later if they wantad a patent
in countries not having a corresponding rule of
.grace. However, the possibility of achie&ing in time
corrasponding provisions at an international level

was estimated optimistic as the discussions at the
London Conference in 1934 showed a positive attitude

to a novelty grace period.

r
(D

ol

will of the later applicant was coverasd by the gra
)

Description or use made with as well as without

=
-

0O

. 4 . . . . e
period. Only when the prior use or prior publica-

v

tion was based upen the independent invention of
third person did the novelty ¢crace pericd not apply
The rule of novelty grace implied a2 modified novalty
concept as concerns the applicant's own or others'
prior publication or prior use based upon the invan-
tion of the applicant. It was not a priority right.
Novelty and inventive step was ccnsidersd on the
basis of the state of the art on the filing dats <f

the application.

The acts which without a novelty grace pericd would
take away the novelty of a patent applicaticn wer
"description" and "use". Description was considered

only to include printed prior publications, not cral
disclosure. This was a consequence of the relative
novelty concept as defined in Sec. 2, first sentence.
According to this provision public printed publica-
tions included books, periodicals, patent publica-
tions, a filed application for a utility model which
has been laid open to public inspection, typewritten

texts, photocopies, microfilms and many other



tm’.nqs-s} Alsc foreign writings irrespective of =heir Y
language were included. The decisive fact was whether
the: publication was suited for, and intended for and
it was pessible to multiply and spread it to the gub-
Ifc-s) ’
Use included the public use in the home country, <f. ]
alsc the connection with the naveliy concept ia- the

first sentence. Use abroad did not speil the ncvelty

for which reasen the novelty grace rule did not need =0
.include such use. The novelty grace rule appliad co

German citizens as well as foresigners applying Zor

a2 patent imx Germany. By the requirement of "public

use” itwas evident that acts unkncwn £o the public

did not make the & meonths periocd run, ncr was that tle

case where indeed the public had becocme acguainted

with the invention but the technical scluticn wnich

the invention represents had not beccme known to L%,
Furthermore, "usea" was not e understood as tangizl
as imx Sec. 2, first santence, in which kaowladge o

(17

o
h
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the technical soluticen of the iaventicon was raguir
ta constitute use.7)

The novelty grace rule in Sec. 2, 2nd sentencs, pra-
suppecsed that the acts, which wishout the rule would
take away the novelty, should be based upeon the in-
vention of the applicant or his pradecessor. In other
words, there should be a prior publicaticn which
could not have taken place without knowladge ¢

"
(3

.
- -
-a
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iavention of the apvlicant. If a third perscn 2ad
made an independent prior publicaticn iz was a si-
tuation of double=-patenting. dowever, the purgcse

of Sec. 2, 2nd sentence, suggestad that the czncept
"based upon the invention of the applicant” did net
imply the reguirement of a completed invanticn. Thus
a description or use of the iaventicn was considered
to be covered by the grace pericd even when not until
later the inventor got the idea to apply for a pa- '
tent and sven when at the time of the act he had not
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realized the technical rule, that.is to say he has
not yet made the invention.S) If the completed inven-
tion had not been described till the filed applica-
tion, Sec. 2, 2nd sentence, did not need to apply at
all. If the inventor at the time of the prior publi-
cation had finished his invention, the provision in-
tended aléo.to give him a respite for consideration
within which he could discuss the invention with
others and make up his mind whether to spend money
on filing a patent application or not. The require-
.ment that the description or use is basea "upon the
invention" was only meant to delimit the result of
intellectual activity on the part of the applicant
or the predecessor with respect to that of other

persons.g)

The applicaticn of the novelty grace periad presup-
posed a personal identity between the apclicant or

his predecessor and the person to whom the prior

publication could be traced back. The mentioned
identity had to exist at the time of publicaticn
and could aot be "made up for" by assigment cf the
application to the perscn who made the publicaticn as

10) Analogous an applicarnt

he is a successor in title.
could not by having transferred to him an applica-
tion published less than 6 months earlier and there-
by comprised in the state of the art, achieve that

the novelty grace period applied to his application.

When the invention had been made by several inventors
and one or more had published the invention or used
it publicly less than 6 months before 'the filing of

a patent application, any of them could avail him-
self of the special rule of grace.ll) The fact that
the invention had been traded several times prior

to the prior publication or the public use had no
importance if only an unbroken chain =xisted causal-
ly leading e.g. the use back to the inventive con-

cept.lZ) The burden of proof in that respect lay on



the applicant.

Perscnal identity was alsc considered to exist when
an amployee or a legal perscmnr was the inventor but
the prior use or prior publication had seen made By,
the employer or the legal pe:scn;Lz) The predecessor
of amg employee could invoke the novelty grace pericd
in case of public pricr use by the employer when the
employee had viclated his obligation to put his in-
vention at the dispesal of the employer. Even in
cases of viclation of a professicnal sacrecy or cof
‘unlawful apprepriaticn of Xnowladge of she iaventicn
the prior publicatiom was considered tc de due to

the inventicn and could justify the grant of 2 novel-

. 14)
ty grace period.

proper cwner had te claim the refusal of the unlaw-
fully filed patent applicatiom and subsequently fils
& new application indicating himself as the proger
owner, cf. Sec. 4(3) of the former Patants Act. Caon-

Under these circumstances &the

versely the unlawful owner whe had filed a gatant

application could not inveke the novel:ty grace prc-
vision as regards prior puclicaticon made by the pre-
per owner cf‘the-inventicn.lS)
Due to the exact demands of personal identity consi-
dered contained in the prcvisicn gy vircue
words "based upon" the invention of the applicant or

his legal predecessor, the guesticn was raised act
only whether there shculd ze an iavencticn ia the
general legal sense, c¢f. abcve, but alsg the -aestiin
whether there should be identity between the sublecz=-
matter of the prior publication and the subject-mat-
ter of the later filed applicatiocn (identity of sub-

ject-matter). The last-named conditicn was not a pra-

requisite of iaveking the novelty graces provision.
Indeed, that would only mest badly ccocrrespond to the
realities of practical life. Precisely =hes unexperi-

(1]

enced patent applicants whe according 2o the cfficial
commentaries tc the Bill were to be preotectad by the
rule ian Sec. 2, 2nd sentence, fraquently do not apply

36
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for protection of the published invention in its
original form but on the contrary of a later deve-
loped suitable form which cannot be considered as
equivalent. The provision also included the cases
where the invention covered by the patent applica-

tion bordered on the prior publication.

It is true that through a period legal usage and
jurisprudence by a narrow interpretation was inclined
to require complete possession of the ianvention at
~the time of prior publication - however,'without re-
quiring Complete identity between the subject-matter
belonging to the state of the art and the applica-
tion, nor requiring that the content of the applica-
tion had become ccmpletely known by the prior publica-
tion. However, by the decision c¢f the Federal Court of
Justice (BGH) of December 19, 1978,%
was left. It constituted a return to the fairness

this line

considerations referred to in the official commen-
taries to Sec. 2, 2nd sentence, in the Bill of 1936.
At the same time the earlier idea that the later ap-
plication must show inventive step compared to clcese
oricr publications was abandoned. In its decisicn 3GH
said that from the point of view of fairness consi-
derations it makes no diifsrence whether :the inven-
tion - with or without the will of the entitle
son - shortly before the filing of a patent applica-
tion has beccme completely knewn, or the inventive
concept only has become known to the public provided

that a person skilled in the art without inventive

®

efforts may attain the subject-matter of the later
application. In the first case the novelty resgquire-
ment would exclude the patentability, in the seccnd

case the requirement of inventive step.

When the prior publication concerned an identical
prior application the novelty grace period nad nc
legal gffect. Here the prohibition of double-paten-
ting under Sec. 4(2) of the Act then in force fixed



2 limit to the use of the novelty grace period. When 3%
thers was not identity between the later application

and the prior published earlier applicaticn, the
latter did not exclude the issue of a patant accor-

ding te the later applicaticon. That held good no mat- .
ter whether the later application contained a fﬁ:ther '
improvement or presentation of the subject-matter .
cf the earlier application, or it differed from the
earlier application in some other way. In particular,
these problems arcse in the relaticnshig between a
.mainr patent laid open to public‘ihspection as' a aus-
Leéeschriﬁt less than 6 months before the filiang of
an application for a patent of addition. Through
many yvears opinions were divided on the question if
the novelty grace periocd could be claimed in an
applicationr for a patent of addition to avoid lcss o
novelty due teo the publication of the main gatent.
SQme:decisicnsLY) rafused to accept invckingfcf the

Ih

novelty grace periocd con the grcund that tle weordin
of Sec. 2, 2nd sentence, i{s "the iavention of tle
applicant or his predeceassor” and not "an iaventicn
ot ...”.18) Furthermors, the decisicns wers based

on the provision in Sec. 10 of the Act =hen in Sorze
wnich allowed patants of addition and wihich expli-
citly concerned improvement <or IZurther develo
of an other inventic?.) ther decisions arrived at
1ls a

the opposite result. dere the viaw was ti

cording to legal usage a patant of addition could
be granted not only for independent inventicns butT
also for inventions not implving an inventive achia-
vement compared with the state of tie art o which

the main patent alsc belonged. In the latter case cas

inventicn which was the subject-matter of the main .
patent made up the same ianventicon as the one which

was the subject-matter of the application for the

patent of addition, and the inventicn contained in
the latter application was close to the one pricr
published by the laying open to public inspection
of the main patent. The above-mentioned, morsa varied
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7

interpretation was among others shared by Weissig

and Busse.ZO)

The novelty grace period covered description or use
"within six months prior to the application”. The
time-limit was calculated from the £iling date of tia
German patent application. This involved that the
pefiod could not be accumulated with a possible pric
2L) Ther=s was

rity right or an exhibition priority.
no reason why this should be the case, partly becaus
the novelty grace period differed from the so-called
priority right and exhibition priority as these gaves
the.applicant the advantaée that all disclosures
having a later date comprised in the state of the

-

art had no importance in deciding con the patantapo

aoor
i

lity of the invention, partly because a forsign a

'—4
0O
o}

=
=)

gn
plicant would be unnecessarily Zavoursd in compar
with a German national applicant unless he, toc, £il=2

abroad the first time. The rule implied that for in-
stance the conflict between a German invantor wnho
prior-publishes his invention March 1 and not uncil

August 1 files a patent application and the thizd

person who files a patent application fcr the same

invention in Denmark July 1l and files Novembe

Germany claiming priority from. the Danish applicatic
n

Q)
(™
.,-—l
(o]

was solved in the way that the German inventor ¢

not be grantea a patent in Germany.ZZ)

The novelty grace period was to be opservad ax ofli-
cio, and in case of doubt it lay with the Patant
Authority to prove the lack of patantabilizy.

The legal positions in a relationship between an i
ventor X and a third person Y as regards the n
judicial disclosurss may hersafter be summed u

follows:

1. Public descriprtion or use has taken place mors
than 6 months before X £files a patent aoplication.



Whenr a third person had described/used tae invention
independent of X's invention, X could not be grantad
a patent. If the third person for instancs in con-
nectionr with the public use had commitead a sresach
of confidence= towards X by acting contrary to a duty
to keep the invention secret, the concepticon of law
until RGZ 167.339 (=GRUR 1342.57) was that the pub-
lication was not éjudicial - in any case in case
of use (contrary tao a published descripticn).

.If the inventar himself had described his invention
publicly or used it publicly, such cizcumstances
could become part of the state of the art and thera-
by constitute prejudicial disclecsures or exclude the
necessary inventive step when a patent application
was filad more than 6 months later.

2. Public description or use has taken place less
than & months before the inventor X f£iles a patant
application.

The cwn publication of the inventor was 10t cconsider-
ed prejudicial due tc Sec. 2, 2ad senta2nce. Wnen a2
third persen nad committed a breach of confidencs in
connection with the publication, that was not consi-
dered to be prejudicial as the novelty gracs gpericod
here lent a hand: The publication was "basad upcn" =
later inventor X's inventien. If ¥'s invention zad
been made independent of X, the lagal posizion de-
pended on, who published first wheresas i1t nersaftar
made no diffsrence whether X or ¥ filed a patant
application before the other. If only X had used cr
described his invention publicly, that fact was deci-
sive and not who was later the first to file a patsnt
application. To the independent third persen Y a
prior use right could be attributzed provided he had

actad in good faith.

Yo
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Naticnal Deliberations

At the Birth of the 1981 act

Sec. 3(4) of the 1981 Act meant a final break with the
more comprehensive novelty grace provision known in
German law in the years 1936-1980. At the time of the

law preparation which took place in 1975-76 con the
23)

o

part of the Bundesrat (Federal Council) ne wish
was expressed to add an exemplification to the con-
.cept of "evident abuse" in order to facilitate the
application of that till then unknown concept. dow-
ever, the Bundesregierung (Federal Government)24)
refused to do so. The argument used was that the con-
cept had been chosen in two internaticnal treaties
and thus the aim of harmonization would be lost if
every national legislator interprets the concept in

stead of allowing a common interpretation to develcp

o
n

by court decisions in the member ccuntries. Rech

a—

.—-‘
[N

ausschuss des Bundestags (Legal Committee of Par

25 . . s
) too, determined on not using the possibi-

ment),
lity to make reservaticn for a transitional pericd
of 5 years as previded by the Strasbourg Cocnvention
Art.s 12(1)(b) and 12(2), especially because the
European Patent Convention would enter into force
for Germany before. To German applicants this wculd
have involved great risk as their prior publication
would not be prejudicial according to Geriman natio-
nal law but exclude the grant of a patent in case
of a later filing of a European patent applicaticn -
for the same invention in the other member states
of the European Patent Organisation.

26) tOo the Stras-

In the official German commentaries
bourg Convention it is said abcut the elements of
the act of evident abuse that this has not already
been realized when a third person has published the
invention without the active consent of the inventor

or his successor in title. In addition it is requir-



ed that the inventaor or his successcor in title has
done everything necessafy ta keep the inventicn se-
cret, and that the third person has communicated his
knowledge of the invention in a way or te the public:
therehy infringing a contractual or legal duty in
relatiomr to the inventor or his successor in title.

In spite of the fact that the harmeonization with the
Strasbourg Cenvention and the Eurcpeanm Patent Conven-
tion implied the aboliticn of the sarlier far-reach-
.ing acvelty grace provisian, no cbjecticﬁ from re-
search quarters which was able to influence lagisla-
tor was heard during the reading of the 31Ll.27) In
1378 Bossunqza) painted ocut that scisnce would be
affected by the abolition of the ncvelty graces pro-
visiaom as concerns cne's own prior publication. He-
stated that often scientists are forced tco publish
the results of their basic research which indeed con-
tains discoveries and cogniticns but which not vet
constitute completed patentable inventiens. In so
doing the research achievements fcorm part of the
state of the art. A& latar satenting of covicus uses

is excluded hersafter.
After the Amendment of tiae Act in 198Q-81L.

In cennection with the AIPPI-discussions of Quastion
75 the German Groung) advocated the follcwing amend-
ment of Art. ll of the Paris Ccnventicn Raving acw=-
ever not taken a final position as ragards the gusa-

stion whether the time-limit oucght to be & or 12

months:

“(l) The grant ¢f a patent, utility mcdel or cer-

tificate, inventor's certificate or incdusz=ri-

al design shall nct be deniad in any <f t=he

countries of the Union because of a disclo-

sure attributable to the applicant or his la-

gal predecessor wnich is made within one vear
e

preceding the cats ¢f application.

“Z
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(2) This provision shall not apply to disclosures
occuring through publicaticn of the applica-
tion or notice of the grant of such a right
in a country of the Union."

Subparagraph (2), which was intended to foreclcse
double-patenting, according to the German Group need-
ed to be discussed more thoroughly, but such a provi-
sion should be energetically pursued as it would be
"applicable immediately in some states and would lead
to harmonization of national law in others. The Ger-
" man Group concludes that harmonization of the law in
all or a large number of the member countries of the
Paris Union would at any rate result in great bene-
fits not only to the inventor, but also to the gene-
ral pﬁblic and patent cffices, since there will be
fewer patent applications for incompletely developed

inventions.

Protection of Inventions at Exhibiticns

In the period cf 1904-1980 a special Act concerning
protection of inventions, utility models, industrial
designs and models at exhibitions was in force in
Germany. The legal text had the following wording:

"Inventions, utility models, industrial designs and
models exhibited at a national or international exhi-
bition as well as trademarks placed on an articla
which is exhibited itself enjoys a tempcrary protac-

tion in accordance with the preovisions below:

1. By decree of the Minister of Justice in Bundes-
gesetzblatt (Official Gazette) it is decided in
each individual case that the temporary protec-
tion shall apply toc the exhibition in gquestion.

2. The temporary protection has the effact that the
exhibition or a later use or a later publicaticn
of the invention, the design or trademark does not

exclude the obtaining of a statutory patent, de-



sign or trademark protection, always provided that
the application for such protecticn is produced
by the exhibitor or his successor in title within
& time-limit ¢f & months after the opening of the
exfribition. The application precedes other appii-
cations filed after the day of exhibition.”

The main importance of this Act consisted in granting
a real pricrity, a date of the invention back tc the
exhiibition without filing a patent application pro-
vided that this happened at the latest 6 months aftar
the cpening of the exhibiticn. The priority in rsla-
tiom ta other applications included only applicaticns
whichr had been filed later tiaan the actual axhibition
of the inventicon. I£ ¢n the other hand a satant ap-
plicationr had been filed with the Patant Authericsy
by anybody but the exhibiter on the same day a
exhibition tock place, the later applicaticn £
by the exhibitor did not enjcy a prefersntial
equal right vis-a-vis the former application.
this situation the time of filing at the Patant Au-
thority was decisive. According tc 2 ccurs decisicn
ot 193230) the Act applied alsc when a licencse Rnad
exhibited the invention.
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Protection of iaventions at exhibiticns was cnly

securad by showing of the iaventicn. If ncthing zut

advertising material had been distributad, the Ac=s
concerning protection at exhibitions could net be
invoked, only the ordinary novelty gracs period lzaid
down in Sec. 2, 2nd sentence, of the Patents Act. any
later publication of the invention outside zhe 2xhi-
bition by use or by printed publication lost its pra-
judicial =Pfect3l) and it was nct even necessary =o
examine wnether the publication had any rslacion %o
the exhibiticn. It was not raguirsdé that the appli=-
cant inveked exhibition gricrity during the sxami-
nation of the application, only when he did it the
exhibition priority was indicated on the gatent spe-
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cification and in the Register of Patents.

Exhibition priority might also be claimed by foreig-
ners having as a necessary prerequisite that their
native country granted an equivalent right to German
citizegs. It was a regular practice that a Govern-
ment notice in compliance with no. 1 of the Act could
be published for exhibitions abroad as well.
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Greece

Present Law

The Patents Act in force in Greece is Act No. 2527
of September 24, 1920. The ncvelty requirement is
laid down in Sec. 2, according to which "an invention
shall not be considered novel if, at the time of
application for a patent of invention, it is suffi-
ciently known within the Kingdom or has been de-
scribed in publications or by drawings eéisting in
Greece in a way making it possible for an expgert to

put the invention into practice™.

According to Greek law the novelty of an invention
is thus only lost by use or pricr publication in
Greece. It is of no importance who has brough= about

ct

-
O

the prior descripticn or use. The novelty is s

ne

e}

[

S
=

matter if it is the inventer himself who has
a

wn

closed his invention to the public, or if it i
third person who with or without the will of the

1y
oroper owner has used or published the inven=ion.™’

In Greek law no protection of inventions at exhi-

bitions exists.

Earlier Legal Situation

No patent legislation existed in Greece prior o the
1920 Act. Moreover, there was no pcssibility of pro-
tecting inventions before that time as Roman Law was
still prevailing and it recegnized only titls to

"res".z)

National Deliberations

A Bill amending the Greek Patents Act is in prepa-
ration. That work is a consequence of the planned
Greek accession to the European Patent Convention and



the Community Patent Convention. Like in a number of
the cther European countries. part of the naticnal

patent legislation will be harmonmized with the con-

ventions.

1. See Elias J. Xires: Das Recht an der Eriindung
var der Patenterteilung nach Deutschem und Gri

' chischem Recht, 1938, p. l2. )

2. Xires, supra, p. 3.

43
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Prance

Present Law

The present French Patents Act of 1968, as latest
amended in 1978, defines the novelty concept ia Ssac.
8 in the same way as Art. 54 of the European Patent
Convention. Sec. 9 contains the abuse clause from the

Strasbourg Convention:

"l. For the applicatiocn of Secticn 8, a disclosure of the
‘invention shall not be taken into consideration in

the following two cases:

1 if it occured within the six months praceding the
filing of the patent application;
2° if the disclosure is the rasult of publication,
after the date of that filing, of a prior patent
application and if, in either case, it was due di-
rectly or indirectly to: .
(a) an evident abuse in relation tc the applicant
or nis legal predecessor, or
(b) the fact that the applicant or his legal pra-
decessor has displayed the iaventicn at an
official, or officially recognized, intz2rna-
tional exhibition falling within the terms
of the revised Convention on Internaticnal
Exhibitions signed at Paris on Novemker 22,
1928.

2. In the case of paragraph 1l(b), paragraph (1) snh
apply only if the applicant statss, when filing the
patent application, that the invention has been s
displayed and files a supporting certificate within
the period and under the conditions laid down by de-

cree."

No court decisions exist in connection with the pre-

vision.



Earlier Lagal Situation

The Patents Act in force in France from 1844 £ill 1968
centained a principle of abselute ncvelty, and in
principle it was a matter of secondary importance if
a divulgation which had taken gplacs was iatenticnal
Qr not on the part ot the inventor who applied for

2 patent later. However, already early court deci-
sicnsl) establishegd that publicaticn made by a person
who had taken pcessassion of the iaventicn or who zad
learnt about the inventicm under the :erﬁs cf a Ii-
duciary relationship and later fraudulencly published
i, did not detract from the novelty.

o

Sy the 1368 Act the limited axception to the raguire-
ment of absclute novelty develoved bv ccurt decisicn
was given statute form tc a large axtant. Taus Sec.
8 prescribed that "disclosursa within a pericd of six-
months prior te a patent application dces nct con-

n

stitute a bar te novelty if such disclcsurs is the
direct or indirsct result cf a clear vicliaticn (acus
caractérisd) of the rights of the applicant o

legal predecessor”. The provisicn cgvers tie czsas
where the invention has been published againsT Tl
will of the inventor.Z) The fact that =he abuse must
be "caractdrisé" implies that the ruls deoes not apply
when the publicaticn is due to an errcr or lack ¢
care on the part c¢f the invencter. Abcut the "abus

the "apus avidsnz"

< ano

0

caractérisé" in the 1963 a &
in the 1978 Act the fr2nch Group in connecticn wita

3 ; -
) states that the werdéing ci

the AIPPI discussions
poth Acts does not cover the situaticn where the
inventor has not been deprived of the invenczion . .
fraudulently but still it has been communicatad
freely under a2 obligation of sacrscy, or an coliga-
tion of secrescy has been sr=ached bv =he person <n
whom it falls. That interoretaticn dces not seem 0
be in accordance with the apove-menticned or wizn
the interpretation of the correspending provision in
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other countries.

No precedents exist, whether under the 1368 or the
1978 Act, to throw further light on the provision

in question.4)

National Deliberations

Shortly after the introduction of the special novelty
grace period into the German Patents Act of 1936

Casalonga

3) argued strongly against the introducticn
of a2 corresponding rule into French patent legisla-
tion. His argumentation not only referred to such a
novelty grace period being contrary to the legal
philcsophy according to which the inventor's exclu-
sive right pursuant tc the patent is a quid pro guo
for Society's getting to know his invention via the
official publication of the patsnt specification and
consequently the obligation of Scciety to the inven-
tor does not set in in case of lack of novelty due
to publication prior to the filing of a patent apoli-
cation. He also referred to the practical difficul-
ties which such a novelty grace pericd would cause
as regards proof of the priority of the inventicn,
and in this context he dissociated himseli frcm the
American system. Moreover, he accentuated the diffi-
culties in achieving an internaticgnal agreement abcut
the contents and the temporal delimitation of such a

novelty grace period.

The view in France since the amendment of %he Acz in
1978 as expressed by the French Group of A:PPIe) is
that a prospective international novelty grace pericd
should be in accordance with the spirit of the Euro-
pean Patent Convention. The Group ccnsiders that six
months is a reasonable period of time but considers
that the concept of "evident abuse" (manifest viola-
tion) should be clarified by referring, but not re-
stricting the definition, to the two cases most



frequently encountered in practice, namely usurpa-
tior of the invention by a third party and non-com-
pliance by a third party with an incumbent cbliga-
rien of confidentiality whether contractual or
deriving from the status af such third party. In all
cases, the inventor must be protected not only against
primary disclosure but alsc against any secondary
‘disclosure deriving therefrom, always provided the
primary viclation and the part played theraby in such
cther disclosures can be detaermined.

:Cbncerninq disclaosures at exhibiticns the Tfreanch
Group sees only disadvantages in increasing the aum-
ber of exhibitions qualifying for exoneraticn.

Praortection cf Inventions at Exhibitiens

Since 1968 the French Patents Act Sec. 8§ allows exhi-~
bitien protecticn at official, or officially recog-
nized, international exhibitions fallinag wizhia rae
tarms of the Conventicn on International ZIxhisicicns

of 1328. At the e2ntry into force cf tie mentioned Act

the aAct of April 13, 1908,7) was re

cerned temporary protection of industrial proserzyv a
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forsigm internatiocnal official, or officia ly raccg-
nized, exhibitions and at exhibitions ia ;
the colonies arranged with the authorization cr under
the patrcnage of the Government granting a tampeoral
protection for 12 months. As the 1908 Act gaves pro-
tection from all officially racognized =2xhiaizions,
the number of exhibitieons at which tempcerary pro-
tection might be obtained, was consideracly raduced.

In his comment on especially the exhibition zrotac-
, ., .8 s e -
tion Mathely ) states: The pessibility of ta2mporarn:

protection at exhibitions nas always zeen crici-

o |
v
t
'a
0O

cized. In reality, as long as an ccocmmon intar: na
system dces not exist the temporary protacticn risks
to deceive the inventor wnhe Senefits of an immunisy
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in the country where protection is granted but whose
invention will be regarded as disclosed in the other
countries. As to the reduced possibility of claiming
exhibition protection after the amendment of the act
in 1968 he states: This reduction is not contrary to
the interests of the inventors as at the same time it
minimizes the risks which were involved.

Notes:

1. The Court of Paris, November 22, 1882, and the

Court of Grenoble, May 12, 1885, Ann. 1883,95 and
- 1886,10.

2. Mathély: Le Droit Frangais des Brevets d'Inventien,
1974, p. 149, and Devant, Plasseraud, =tc: Les
Brevets d'Invention, 1971, p. 75-76.

3. AIPPI Annuaire 1980/II, p. 241-244.

4. The information comes from the AIPPI Annuaire 1580,
II, p. 242.

5. Traité de la Brevetapilité, 1939, p. 246-243.

6. AIPPI Annuair=s 1980/II, p. 241-214.

7. Blatt 1908, 178.

8. Mathély: Le Droit Frangais des Brevets d'Invention

1974, p. 150.



Irelangd

Preserit Law

The Irish Patents Act in force has not yet been har-
morrized with the Eurcpean Patent Convention or the
Strasbourg Convention. Ireland has ratified the Stras-
bourg Convention, but is not yet member of the Euro-
pean Patent Organisaticn.

The Irish Patents Act of 1964, as amended in 1566,
in Sec.s 47 and 48(l) provides the following novelty
grace pericdr

"Sac. 47. Subject as hereinafter provided, an inventicn
claimed in a compmlete specification shall not De
deemed ta have been anticipated by reason only thac
the invention was published before the pricrity dats
of the relevant claim of the specificazioen, if the
patentae or applicant for the patant proves -

(a)} that the matter published was obtained Irzom
nim or (where he is not himself the true and
first inventor) from any 2erscn from whcm he
derives title, and was published wicihout his
censent or the consent of any such perscn; and

e

(r
un

(b) that the applicaticn for a patent or (in
case of a ceonvention applicaticon) =he app

LC3:-

—

tion for protecticn in a convention cocuntry
was made not more than six months aiter che
date of such publicatien:

Provided that this subsecticn shall not apply if the
inventicn was before the priority date of the claim
commercially worked in the State, cotherwise than for
the purpose of reascnable trial, either by the pa-
tentee or applicant for the patent or any perscen

from whem he derives title or bv any other person
with the consent of the patenta2e or applicant Icr the
patent or any pverson from whom he derives title.

(2) Where a complete specification is filed in our-
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suance of an application for a patent made by a
person being the true and first inventor or deriving
title from him, an invention claimed in that speci-
fication shall not be deemed to have been anticipated
by reason conly of any other application for a patent
in respect of the same invention, made in contraven-
tion of the rights of that person, or‘by reason only
that after the date of filing of that other applica-
tion the invention was used or published, without
the consent of that‘person, by the applicant in
respect of that other application, or by any other
person in consequence of any disclosure of the
invention by that applicant if the first-menticoned
application was made not more than six months after
any such use or publication.

(3) Notwithstanding anything in this Act, the Con-
troller shall not re=fuse to accept a complete speci-
fication or to grant a patent, and a patent shall
not be revoked or invalidated, by reason only of anvy
circumstances which, by virtue of this secticn, do
not constitute an anticipation of the invention

claimed in the specification.

Sec. 48(1l). An invention claimed in a éomplete speci-

fication shall not be deemed to have been anticipatad
by reason only of the communication of the invention

to a Minister of State or to any pexson authorised

by such a Minister to investigate the invention or

its merits."

According to Sec. 2 "published" means made available
to the public by the written or spoken word or by

public use, or in any other way.

These provisions must be seen in connection with the
novelty concept of the Act. The requirement of

novelty in Irish law is relative at the application
stage. In Sec. 12 it is prescribed that the examiner

"shall make investigation for the purpose of acer-



taining whether the invention, ... has bean published
before the date of £iling of the applicant's complate
specification in any specification f£iled in pursuaﬁqe
of an application for a2 patent made in the State" ‘ang
... whether the inventicn ... has been published 55
the State before the date of filing the applicant's
complete specification in any other document. These
pravisions are supplamentad by a further detailed

requirement of communication of the result <¢f the

search of a correspeonding applicaticn in the United
. oy : i

Ringdem and the Federal Republic of Germany. )

After grant, a patent may be revcked if "the inven-
tion ... was claimed in ... another specification
published an or after the pricority date of the clainm
and filed in pursuance of an applicatien for a patent
in the State, the pricrity dates of the relevant claim
- Of the other specification being =sarlisar than
that of the claim” and if the iavention (claimed in
the complete specification) is act new having ragard
to what was published befcre the priority date of the

claim.

Earlier Legal Situation

Prior to the 1964 Act, as amended in 'L966, the Incdu-
strial and Commercial Property (Protacticn) Act <l
1927, as amended in 1929, was in force.

Concerning acts which are not anticipacory Sec. 36,
subsection 2, cf the menticned Act laid deown the
following rules:

"A patent is not considered invalid if only for the
reason that the invention which is the sudject-mats
of the patent, or part of it, nas been zubl

oefore the data of the patent provided zhat the cwnar

of the patent sufficiently proves in court zhat the

published subject-matter derived or was obtained frem
him and that the publication occurrad withcut Qis
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knowledge or acceptance, and if he has learnt about
the publication prior to the date of his patent
application, that having learnt about the publication
he has taken due care te file an application and
obtain protection of the invention. The protection
stipulated in this subsection does not extend to an
owner of a patent who has worked his invention
commercially in the Irish Free State for other pur-
pcses than carrying out reasonable experiments prior
tao the filing of a patent application.”

This provision was supplemented by Sec. 60 which laid
down rules prescribing that display at an exhibition
and a lecture delivered to a learned society did not
exclude the grant of a patent if certain steps wer=

taken.

Sec. 60 had the fcllowing wording:

"The display of an invention at a commercial or inter-
national exhibiticn which has been estaplished as
such by the Minister or the publication of a descrip-
tion of the invention dﬁring the time of exhibizion,
or the use of the inventiocn for the purposes cf the
display at the place of the exhibition, or a third
person's use during the time of exhibiticn without
the knOWIedge or the will of the inventor, cr a
lecture delivered by the inventor to a learned
society, or the publication of the lecture in the

-
-

minutes of the scciety, does not influence the ri

-
[V¢]
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O

of the inventor to apply for and ottain patent p
tection, nor does it influence the validity cf a
patent granted according to the applicatiocn, provided

(a) that the exhibitor prior to thedisplav of the
invention or that the perscn who delivers the
lecture or allows the publication in guestion
furnishes the prescribed documents stating his
intention to that effect to the Controller, and

(b) that the patent application is filed before or

within six months of the date of opening of the



exhibition or of the lecture or of the publica- 55
tionm.

(2} By & decrae the Executive Council may declars whis
provision ta pe likewise applicable to any exhinitien
mentioned in the decree as in the case of an exhibi- .
tion wnich has been established as being commercial
Qr international by the Minister. Any such decree may
prescrikte that the exhibitor shall be exempted from
his chligaticn to furmish the Controller with docu-
ments stating his intenticn to exhibit the invan<tion,
and nc matter whether without further proci or con the
canditions laid down in the decree.”

National Deliberations

In the Bill introduced in 198l in order to render &
possible feor Irsland tco ratify the Eurcpean Patant
Convention and at the same time t& harmonize nazicnal
patent legislaticon with the Eurcpean coaventions, =ae
aocvelty concept of Art. 34 ¢f the Eurcpean ?atcan

ﬂ
O
0O
1

vention has seen adepted, cf. Sec. 8. Iz laviag dcown
the extent of a novelty grace periocd a departurs Ircm
the concept of "evident abuse" has seen chcsen in 2=
Bill. The Irish wording is clese <o the Enxglish 2a-
tents Act of 1977, Sec. 2(4)(a) and (b). Sec. 9 c:Z

the Bill says:

"For the applicaticon of Section 8 a disclecsurz ci =he-
invention shall not be taken into consideration &
occurred ne sarlier than six months preceding the
£iling of the patant application and if it was due

to, or in consegquance of:

(a) a breach of confidence or agreement in r2la-
tion te, cr the unlawiul obtaining of the
matter constituting, tie invention, or

(o) the fact that the applicant cr nis ls2gal
pradecessor has disvlaved the invention ac
an international exhiszition which is eizher
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official or officially recognised under the
Convention on International Exhibitions signed
at Paris on the 22nd day of November, 1928 or
any subsequent treaty, ccnvention or other
agreement replacing that Convention; provided
that the exhibitor states, when making the
patent application, that the invention has
been so displayed and files a supporting
certificate within the period and under the

conditions prescribed.”

Protection of Inventions at Exhibitions
In Sec. 48(2) and (3), the present Act of 1364 pre-

scribes the following about protection at exhibi-

tions:

the publication of any description of the inventio

;

during the periocd of the hclding of the exhibitior
or the use of the invention for the purscse c¢f th
exhibition in the place where the exhibiticn is 1
or the use of the inventicn during the period of th
holding of the exhibition by any person elsswhe

without the privity or consent of the inventor,

re

~-

3
-

W

not be deemed to be an anticipation of the inven
Provided that-

(a) the exhibitor, before exhibiting the inven-
tion, or permitting such publication, givas
the Controller the prescribed notice of his

intention to do so; and

(b) the application for a patent is made before
or within six months after the date cf the

ovening of the exhibpition.

(3) Notwithstanding anything in this Act, the Con-
troller shall not refuse to accept a complete speci-
fication or to grant a patent, and a patent shall not
be revoked or invalidated, by reason only of any



circumstances which, by virtue of this secticn, do
not constitute an anticipation of the invention
claimed in the specificaticn.™

As menticned in the paragraph concerning national |
deliberations, the Irish Bill to amend the Patents ict
2s introduced in 1981l contains a picvision in Sec.
() allewing protection at exhibitions provided

that the exhibitions in questicn are covered by the
Convention on International Exhibitiens.

Note:x

1. CE. J.W. Baxtar: World Zatznt Law and Practice,
2nd ed., 1973, 1376, 9. 9L et seqg. and lll et seg.



¢l
Italy

Present Law

Italy is among the countries which to day have a
novelty grace pericd only to the extent known in Art.
4(4) of the Strasbourg Convention and in Art. 35 of
the European Patent Convention.

Law on Patents for Inventions, Royal Decree No. 1127
,of June 29, 1939, as amended in 1979, prescribes
the following in Sec. 15:

"For the application of Section 14, a disclosure of
the invention shall nct be taken into consideration
if it occurred in the six months preceding the filing
of the patent application and if it was due to, or in
consaquence of, an evident abuse to the prejudice.

of the applicant or his legal predecessor.

The fact that the disclosure occurred at official or
officially recognized exhipitions £alling within the
terms of the Convention on International Exhibiticns
signed in Paris on November 22, 1928 and its la
revisions, also shall not be taken into ccnsideraticn.

With respect to inventions for which priority is

claimed under international conventions, the exist-
ence of the novelty requirement provided for under
Section 14 must be evaluated with refersnce tc the

starting date of the priority."

Earlier Legal Situation

Prior to the general harmonization of the patent
legislation in Europe, brought about by the interna-
tional co-operation in the patent field at the end of
the 1960'es and in the early 1970'es, a protection
resembling a priority right was given to communica-
tions to a learned society and to the display of

inventions at an exhibition. However, at the confe-



rence for the revision of the Paris Convention in.
Lisbomr in 19358 the Italian delegation unambiguously
dissociated itself from a general novelty gracs ’

pericd covering the prior publication cf the inveatdr~

nimseIE.L) Yet Italy was among the cauntries voting
in favour of the less far-reaching Japaneses
prcgcsaL;) contemplating a novelty grace pericd

when & third person's prior publication of the
invention is the result of an abuse in relaticon to
the applicant.

73)

Sec. 1 prescribed:

*The inventor and his successcor in title shall alsc
benefit f£rom the provisions cf subsaction 2 of the
preceding section in cases where the invention firsz
become publicly known through communications or
dissertations .having been published in tae ;ublica?
tions of the legally recognized, learned sccietiss
or academies of the ccuntry, greovided, however, that
the patent application is filed within 12 months c¢:f
the publicaticn.

by the parties and having verifiad the corr
the Patent Qffice shall asnter ié.in the Registar ¢
Patents and in the patent certificata; the pr
date of the patent shall be datad tack tec tias
menticned date." '

Moragver, Sec. 28(3) laid down that:

"If a pricrity of a foreign application iaveking =he
display at an exhibition or the publicatien in a
scientific communicaticn or disser=ation is claimed,
the applicant shall file with the Patent Qffice zhe
necessary declarations and evidence in crder to orovs

the pricrity."

As £ar as it is knecwn there has never been made Use
of Sec. 17.4)

b
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A publication of an invention prior to the filing of
a patent application made by the inventor himself was
prejudicial. Besides, legal usage and iurisprudence
has always agreed upon that disclcosure of the
invention shall be considered anticipatory when it

is due to lack of safeguards against non-secrecy,
when the inventor has made a mistake or when the
disclosure arises as an unforeseen contingency.

Otherwise with the judging of the extent of the

. absolute novelty concept in cases when the disclosure
has taken place against the will of the inventer,
e.g. by an act contrary to an obligation to keep the
invention secret. It is true that the prevailing
opinion and legal usageS) maintained an absoluts
requirement of novelty without any restriction for
the sake of equity in such cases, but a minority was
on the same lines as the opinicn e2xpressed by Italy
at the conference for revision of the Paris Conveh-
tion in Lisbon in 1958 and as present law in Italy
after the harmonization of national lagislation. with
the European Patent Convention.

A provision corresponding to Sec. 17 of the sarlier
Italian Patents Act exists in the Portuguese Patents
Act of August 24, 1940, Sec. 10, subsection 2, still
in force. Here a novelty grace period of 12 months is
granted for publications of the ianvention; which is
the subject-matter of a later patent application,
through communications to scientific societies,
corporations and technical industrial unions. How-
ever, the Portuguese provision does nat admit antza-
dating of the priority of the patent applicaticn like

in the earlier Italian legislation.

National Deliberations

During the AIPPI discussions of Question 75 the

6)

Italian Group has taken up a pecsitive attitude to



axtending the novelty grace provisionm as laid down
in Seec. 15 of the 197% Act to ccver the iaventar's
owrt. disclosure of his inventicn within six montas -
prior to the filing of a patent application.

Protecticn of Inventions at Exhibitions

The harmonization im 13879 alsc implied the giving
up of the earlier - mors extansive - Italian gricrity
right from naticnal andé internaticnal axhibiticns.

The protection was given in accordances with Sec.s 38
and $:

"Sec. 8. Under the conditicns specifi in the
fallowing sections and withinm the limitcs laid down
there the Minister of Corporations mav grant Tampo-
rary protection tao new industrial iaventions wnhich
are displayed at official, or officially racognized,
national cor international exhibitions in the tarri-
tory of the State or in other ccuntries given rsci-

procity.

Sec. 9. The temporary protecticn transiers the
priority of the patent to the benefit of zhe inventor
or his successer ia title to the pciat in time when
the article was delivered for display; the protsacticn
takes effect when the right <¢f orotaction is Iiiad

in due form within 12 montis after the delivery o
the article, nowever, at the latest 12 mcnths aicer
the opening of the exhibition.

(2) In case of an exhibition in an other countzy, and
if a shorter time-limit is laid down in i=s rulas,
the application for a patant must 2e filsed witlin

the mentioned time-limis.”

A single court decisicn inte2rpretad Sec.s 8 and 9 in
the way that the exhibition protsc=icn did nct cover
a voluntazry sale of the cbject of the lavenction aiter

b4
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the holding of the exhibition. This decision was

criticized severely,

7 and if anything, its interpre-

tation could be a consequence of Art. 35 of the

Eurcpean Patent Convention whose concept "in conse-

guence of" a2 display of an invention at an interna-

tional exhibition is not interpreted tco narrowly.

Notes:

1. Actes, p. 354 and 360.
. 2. Actes, p. 364. .

3. The 1939 Act as published in Blatt 1940,94.
4,

Ubertazzi/Vohland: Das neue italienische Patent-
recht, GRUR Int. 1980.11. '

L. Vohland: Die Voraussetzungen der patentiihigen

[Ye]

Erfindung in Italien im Vergleich zum Minchener
Patentlibereinkommen, 1981, p. 39-60.
AIPPI Annuaire 1980/II, p. 263-265.

-

Vohland: Ibid, p. 111-112.



Leuxembourg . WA

Present Law

The present Patents Act in Luxembourg is the Act of .
June 30, 1880, as last amended by the Act of Qctober

31, 19781 The nevelty requirement is absolute as )
everything is new which has not been descrited in

public printed publications prior toc the filing of a
patent applicatian, aor has been used earlier public-

.1y in Luxembourg cr abrcad rsndering a sﬁ:sequen:

.use by other persons skilled in the art gossible.

2)

By the amendment of April 27, 1922, Sec. 2 was

worded as follows:

"Amrr invention is not considered to te new when at the
time of filing pursuant to this Act, it has already
been descriged distinctly in a public printed publi
cation or it nas been used publicly in the Grand
Duchy of Luxembourg or aproad, whereby the workiag bv
- other perscons skilled in the art seems pessinle.”

-

The Luxembourg patent legislation allows nc aovelcly
grace pericd, 2ither for the applicant's cwn pricr
publications or his prior use.

Naticnal Deliberations

In the summer of 1383 the Government Council publish-
ed a draft reform cf the Patants Acz.3) The drafz
contains a harmeonization with the material patsnt
law of the Eurcpean Patent Conventicn. Thus the draf
inter alia has taken over the ncvelty ccncspt of the
convention and contains an exhibition Qrotscticn liks

the one of Art. 53(1l)(b) of the conventicn and the -

clause concerning abuse as in Art. 33(Ll)(a).

Protection of Inventions at =xhibitions

No protectiocn of such kind =xists in Luxembourg.
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Notes:

1. Industrial Property, November 1979, Laws and
Treaties.

2. La Propriété Industrielle 1922.69.

3. GRUR Int. 1983.829.



Th e N é therlands

Present Law

Sec. 2 of the Patents Act of the Ringdem of November
7, 1910, as last amended by the Act of the XKingdom af
December 13, 1378, provides for an absclute novelty
requirement. After that the following is laid down
in Sec. 2(5) and (6):

*(3) This Section shall now apply to avervthing that was
‘made available to the public within six montis
preceding the filing of a patent application as a
direct ar indirect consequence cf 2ither an evident
abuse im relation to the applicant cor his lagal
predecesscr, or the fact that the applicant or his
legal predecessor displayed the product in guest
or shawed the process in guestion at an official, ¢r
cfficially recegnized, intarnaticnal exnisizi
falling within the tarms ¢f the Convention on Iatar-
national Exhibitions signed in Paris cn November 22,
1928, and last.revised—by Protocol cf Novamber 3¢,
1372.

(6) Official recognition of exhipiticns ia zhe
Netherlands shall be accorded by Qurzr Minister ci
Economic Affairs, and of exhibitions in che Nether-
lands Antilles by the Government of tie ccuntzy
concerned."

1

Thus a disclcsure by the iavancter himsell seifcrs s
filing cdate or priority dats may tzke away the acval-
ty and inventivity ¢of a process or product clal

Earlier Lecal Situaticn

Until the amendment to the Act in 1878 Dutch law 2id
aot provide for a novelty grace period. However,
information made on conditicn of secrecy did nct
exclude the patsnting @f the inventicn, but if zhcss
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to whom secrecy had been imposed had broken the
obligation of secrecy, sc that "sufficient public
knowledge" had arisen all the same, the applicant
could not appeal to this fact. Up to 1978 the Dutch
novelty provision in Sec. 2 of the 1910 Act as later
amended had the following wording: "Products and pro-
cesses shall be deemed not to be new conly when, at
the time the application is filed, they may be of
sufficient public knowledge, by description or
otherwise, as to enable a persoﬁ skilled in the arzt

to manufacture or use them.”

National Deliberation

In its Report in connection with the AIPPI discus-~
sions of Question 75 the Dutch Groupl) states that
industry, private inventors and other applicants are
in general perfectly aware of the system of absolutes
novelty. No serious indications were Zound that any
exception to the system, going further than the

existing one, would be desiraple.

The Dutch Group could not accept a suggestion that
for the protection c¢f certain inventors it would ze
desirable to establish days of grace during which
any disclosure made by the inventor would nct be
prejudicial to his later patent application. Cn the
one hand importance was attached to the fact tha
such a rule does not offer protection to the inventor
vis—é-vis applications independently Zilad and dis
closures independently made during the days of ¢r
On the other hand, if there would be‘misappropriaticn
of the disclosed invention, the inventor would carry
the considerable burden of proof of hfsappfopria:ion.
Furthermore, the Group found, there is the difficulty
of determining, in the interest of the inventcr, the
contents of the disclosure, as the claims of a well
defined application generally are much more far-
reaching than the invention displayed by the inventor.



The Dutch Group concluded that a system accordiag.
to which a first (provisional) applicaticn is
admitted, possibly at low cast, containing e.g.
only a drawing or a rough descripticn of the inveﬁ-?
tiaonr in the words of the inventor himself, whers-.
after, within a year, a further (complete) specifi-
cation must be filed, meeting all the Iormal and
substantive requirements, with pricrity going back
te the first one, would be of greater benefit to
those countries whose inventors might need i{t, and
.such a solution need not be Lncerpeoratad i1n the Paris
Conventicn.

Protection of Inventians at Exhibitions

Not until the amendment to the Act in 1378 the

passibility of claiming priority from an 2xhibiticn
was. limited to the special exhibitions defined in
detail in the Conventicon cn Internaticnal EZxhibi-

tions of 1928. At the same time the present lagisla-
tion prescribes an exception to the general ncvelty
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rule instead of a pricrity right. Sec. 3 of the
Patants Act allowed an exhibition gricrity of six
months from both national and internaticonal exhibi-
tioms. '

Sec. 8 had the following wording:

"l. Apersonwho at an a=xhibition in this Xiagdem,
‘arranged Qr recognized by the State, cr an intsrna-
ticnal exhibition in a country which is a member of
-the international Union, arranged or r=ccgnized by
the State, displays a product or shews a process and
afterwards within six months of the cpeniag of che
exhibition filaes a patent application for the
displayed preduct or for the shown grocess or for an
improvement of &the product or grocess, shall enjov
the same rights as if he haé filed a patent applica-
tion on the day con which the product pursuant to the
official certificate was present at =he =xhibition
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or the showing of the process had begun. The above-
mentioned official certificate shall be filed
together with the patent application.

2. The recognition of exhibitions held in this King-
dom in Europe by the State is issued by the Minister
- who is in charge of the implementation of this Act;
exhibitions held in the Colecnies and theyPossessions
in other parts of the World are recognized by the

.Governors." -

"According to the statistics of the Dutch Patent
Office exhibition priority was claimed only to a
small extent. The table below shows the numbers of
exhibition priorities claimed in the ten year period
before 1978, compared with the numbers of patent
applications in the same period in which a "normal"

priority was claimed:

Year Exhibition prioritv "Normal" orioritv
1968 17 15.248
1969 8 16.285
1970 10 15.5648
1971 16 15.072
1972 19 14.921
1973 9 15.079
1974 9 14.443
1975 5 12.766
1976 11 12.292
1977 3 12.201
Note:

1. AIPPI Annuaire 1980/II, p. 267-269.



Unieced

Present Law

In the 1377

RKingdaom

Act the nevelty grace pericd got the

Eollcwidq wording:

"Sec. 2(4):

For the purpose of this secticn the dis-

closure of matter constituting an iavention shall be

disragarded

.for a patent if occurring later

in the case of a patent or an applicatien
than the pegianing

cf the period of six months immediately preceding

the date of
aither-

(a2) the

£iling the applicaticon for the patesnt and

disclosure was due =0, or made in ceon-

sequence of, the matter having been cobtained
unlawfully or in sreach cf cenfidence. by anv

person-

(L)

(ii)

(B) the

dence by any person who obtained
in confidence
other perseon to whom
or who obtained iz, frem

from the inventcr or from any otaer

perseon to whom the matter was made

availanle in confidence v the iaven:ior

or who obtained it Zrcem =he iavancer

because he or the inventor telisved zhac

he was anticlad =c chtain 1t; cr

from any other person tTo wihcm the matter

was made availaple in confidencsa 2y aayv

person mentioned in sub-garagrapnh (1)

apove Qr in this sub-zaragragh cr who

optained it frcm any gerscn so menticned

because he or the perscn from wiem he

obtained it belizved that he was enu. ad

to obtain
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-
-
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disclesura was made in dresach
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from the inventor or frcm
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it was made availapl

the inventeor; or
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(¢) the disclosure was due to, or made in con-
sequence of the inventor displaying the
invention at an international exhibition and
the applicant states, on £iling the applica-
tion, that the invention has been so dis-
played and also, within the prescribed pericd,
files written evidence in support of the
statement complying with any prescribed con-

ditions."

In Sec. 2(5) it is said that references to the inven-
tor include references to any proprieter of the in-
vention for the time being and according to Sec.
130(1l) an "international exhibition" means an official
or officially recognized international exhibition
falling within the terms of the Convention on Intar
national Exhibitions or falllﬂg within the cerms of
any subsequent treaty or conventlon replacing theat
conventicn.

Sec. 2(4) 1is allegedl)'to e framed %o have, as nearly
as practicable, the same effects as the corrssponding
provisions of the European Patent Convention and the
Strasbourg Convention. However, already in point of
language it differs from the mentioned conventions.
According to information from Londeon ne further
reasons exist for this in the preparatory works on
the Act. The r=asons have been indicated to te that
"it will not do"?’

with the Convention's (ZEPC's) vague language (svident

to have =nglish judges wrestlszs

abuse in relation to the applicant or his legal

predecessor).

No court decisions concerning the interpretation of
Sec. 2(4)(a) and (b) exist so far but the 3ritisn

provisions appear to exempt the disclosur=s of an

2]

in-
vention even if it has also been made by an iavento
who is quite independent of the applicant or his
predecessor and the information comes from this

separate source.3)



BEarlier Legal.Situation

Under the 134% Act Sec. 30(2) prescribed that an
inventicm claimed in a complete specification shall-
not be deemed to have beenm anticipated by reason aenly
that the inventicn was published befcre the pricricy
date of the relevant claim of the specificatnicn, if
the patentee aor applicant for the patent proved-

»(a) that the matter published was cbtained from
him or (where he is nct himself the true and
first inventor) fzom any person from whom ne
derives title, and was published withcut ais
cansent or the consent ¢f any such person;
and

(b) -where the patentee or applicant for the
patent or any person from whom he derives
title learned of the publicaticn befors the
date of the application for the paten=t or
(in the case of a convention application)
befgre the date of the applicacicn for pre-
tection in a convention country, that tle
application or the applicatieon in & convenzion
country, as the case may be, was made 3s scen

as reasconably pracTicapls thersaiter
Provided that this subsection shall aot apply LI ke
invention was befora the pricrisy date of ¢
commercially workad in the United Ringdeom, cotin
than for the purpcse of reascnable trial ]
the patantee or applicant Ior the gatant or zany
person from whom he éerives titls or 2v any otlher
person with the consent of the patenctse or agglicanct

M
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for the patent or any person frem whcm o

ciela.”

No time-limit applied to this ncvelty grace previsicn.
The same held goced of the provision in Sec. S
prescribing: "An inventicn claimed in a complata sga-
Ccification shall not bte deemed to have ceen antici-
patad by re2ascn only of the communicaticon of the
invention toc a Government department or £o any perscen
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authorised by a Government department to investigate
the invention or its merits, cor of anything done, in
consequence of such a communication, for the purpose
of the investigation."”

This subsection covered any invention and was not
limited to inventions for defense purposes. The sub-
section protected an applicant or patentee agaiast
unauthorised publication of matter obtained from him
or his predecessor. The obtaining might have occurad
-in the United Kingdom or abrcad and was not limited
to patent specifications. A publication wculd be
excused if the patentee, applicant or predecessor in
title had knowledge of it so long as he did not con-
sent to it and that on learning of the publication he
acted diligently in making an application. The sec-
tion mentioned only publication, not unauthorised
use.*) The term "publication"/"publish" was defined
in section 101 of the 1949 Act as meaning "made
available to the public; and without prejudice to

the generality of the foregoing provision a document
shall be deemed for the purposes of this Act to bde
published if it can be inspected as of right at zany
place in the United Kingdom by members of the public,

whether upon payment of a fee or otherwise".

The succeeding rule about publication at an exiibi-
tion or to a learned society has a time-limit of
six months for filing of a patent application to

avoid loss of novelty.

Sec. 51(2) had the following wording: -

"An invention claimed in a complete spécification
shall not be deemed to have been anticipated by
reason only of-
(a) the display of the invention with the consent
of the true and first inventor at an exhibi-
tion certified by the Board of Trade for the

purposes of this section, or the use thereof



withr his ceonsent for the purpasas of such an
exhibition im the place where it is held; -

() the publicaticn of any description of the. f
invention in consequence af the display or
use of the inventiom at any such exhibition
as aforesaid; )

(¢) the use of the invention, after it has been
displayed or used at any such exhibition as
aforesaid and during the pericd of the exhi-
bition, by any perscn without the consent of

. the true and first iaventor; cr

(d) the description of the invention in a gaper
read by the true and first inveator before 2
learned society or published with his consent
in the transactions of such 2 society,

if the application for the patent is made by the true
‘and f£irst inventor or a person deriviag title frcm
him not later than six months after the cpening o
the exhibiticon or the reading cor publicaticn cf the .
paper as the case may be."

M

8 )

There is no more definita delimitaticn of the ccncez
*a learned society". With rzgard tc the werd "paper"
in this subsection 3lanco White’' mentions zThat iz
would seem to be used as a s=rm of art, excluding

such other communications to learned journals as
letters and the short ccmmunicacicns usad by scisn-
tists to secure priority of publication wiiilst 2 gaper
(in proper sense) goes tiharough the langthy srocedurs
of acceptance and publicaticon. It should be nctad that
this clause dces not cover any conseguential gubli-
cation or use of the invention, and might aven be
held not to cover a bare rs=fsrsnce tc the publisi
paper in some other journal. Presumably disclcsure
in a2 discussion fcllowing the rsading <f a zap
included. The exhibitions wers these certified by

the Department of T:ade.e)

In crder tc get an axhi-
o o . 7 .
bition certified a particular procedurs ) was to De

followed, and foreign exhibkitions could be certiiisd.
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Besides, the provision was limited toc the cases where
the inventor, and only he, has consentad to a display
of the invention. By a court decision it is establ:ish-
ed that Sec. 51(2)(d) concerning the time-limit of
six months in relation to a publication of the inven-
tion irn a lecture given to a learned society only
applies to applications in the United Kingdom.g)

Pursuant to Sec. 51(3) an applicant wera allowed a
pessibility to werk his invention in public if it
.happened for the purpeose of testing it

"Thus, an invention claimed in a completa specificaticr
shall not be deemed to have been anticipated by reascr
only that, at any time within one year before the
priority date of the relevant claim of the specifi-’
cation, the inventicn was publicly worked in the

United Kingdom-

of

am
e

(t

(a) oy the patentse or applicant for ths pat

-

or any person from whom he derives title

® O
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3
'y

(b) by any other person with the consent of

.

A1)
et

patentese or applicant for the patant or

person from whom he derives title,

if the working was effected for the purpcse ot
reasonable trial only and if it was reascnably
necessary, nhaving regard to the naturs of the iaven-
tion, that the working for that purpose should be

effected in public.”

In Cave-Brown-Cava's Application ) it was held that

it was reascnable to send to a school for the purpcses

O‘
9)

of trial a gymnast unit designed to be assemble y
children, but that a six months' perlod was 1n axcess

T -
-

il

wn
O
(8]
o}
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i

or
vy

of that required for reasonable trial.
24,

(

nection it was said that a patent could be revok

inter alia if the applicant with respect to experimen-
tal working in public had gone beyond what was rsason-
ably necessary having regard to the nature of the
invention and the working had taken place in public.

Although esven commercial use may still be axperimental



Blanco White,lo) states that ccmmercial application 28

only tog =2asily ceases to be either axperimental or

secrest..

National Deliberations V .

It was contained in the terms of refarance of the
committee which submitted Banks' Report in 1970 =krat
the government intended tg ratify the Strasbourg Con-
vention and that the Report should consider the
‘necessary changes in British lsgislacien. Li) alzthcugh
the committee nad reservations on coming round to a
raguirement of absolute novelty, it concluded that
the objecticns to adoption ¢f an extensicen of the
novelty critaria in the United XKingdom were not
sufficiently strong to warrant its r=jec"on.12) In
this connection concerning disclosures ia abuse cf

an applicant's rlghtslz) the committa2e limited itsel: )
to stating that Art. 4(4) of the Strasbourg Ccnven-

tionr will necessitate restricting the protacticn

afforded to an iaventcr oy Sec.s 30(2)(a) and 3C(2;

ts those cases where an applicaticn is madse within
six meonths of the fraudulsnt disclesure, anéd the
repeal of Sec. 50(2)(b) and of the provise =o Sac.
S0(2). The final reccmmendaticnl4) of the ccmmittse
ran like this: Whera wrongful publicaticn of an
invention takes place, otherwiss

patent application (ané thers s at the =

a
(9]
"

application for such inven:ion), an applicaticn
six months of -

..I

that inventian must be filed wit
the wrongful publication if the ncvel:v-dest:cyinc
effect of the publication is =o be avoided.

After the e2ncry in force of the 1877 Act the Brizisn
Group of AIZPPI in ceonneczicn wish the AIPPI di

sions of Question 735 has given its opinion abcout the
currant B8ritish legislaticn and a possible ZIucurs
intarnational soluticn.ls? Within the Greup opiaion

is divided between those who favour the currant,
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strict approach to the matter, and those who would
prefer that the inventcer should be protactad to scme
degree from the consequences of premature disclosure
of his invention. Furthermore, the British Group
ragrets the disappearance from U.K. law, and favours
the introduction internationally of the provision
equivalent to that of Sec. 51(3) of the 1949 Act. Th
reason is that some inventions can only be tried out
in public, and it is suggested that this is one form
of disclosure which should not be prejudicial tc the

-novelty of the invention.

There is unanimity on a further point, namely as to
the almost total irrelevance of the provisions con-
cerning protection at exhibitions of Art. 11 cf the
Paris Convention, Art. 535 of the European Patent

Convention and Sec. 2(4)(c) of the 1977 Act.

Relating tc a possible future international soluticn
the opinions within the B3ritish Group ars divideqd,
too. Part of the Group prafsrs the strict approach,
with no exceptions, that any voluntary disclcsure,

whether by publication or use, by the inventor wi:l
debar ‘him frem patent protasction. The other part of
the British Group is of the view that you cculd havs
a general provisicn to the effect that a patant
application may be filed within a specified pericd

of any disclosure smanating from the inventor. Tha
specified period might be 6 or 12 months. Wers such
a provision to be favourad it should be considered
whether, on filing his patent application, the inven-
tor should pbe required to certify hcw and when n
invention had been disclosed. Were such an excepticn
for invention to be favourad internationally, the
British Group consider that any ccnseguential rulss
should be kept to a bare minimum. In particular,
there should be no attempt to protect the inventor
against the consequences of other events occurring
between the date of his disclosure and the date of



filing of his patent application. Iz particular, the

patent applications could te deprived of validizy

by any intervening indecendent publicaticon or applica-

tien for patent protaction.

The British Group adds that it weuld welcome inter-

naticnal agreement

that an invention which 2y its

nature has to be subjectad to trial in public should

be entitled to protaction despite its disclcsurs

-
2
o

the purpose of resasonable trial cnly, provided a

‘patant application
Qf the trial.
tiaonr of hew cne is

tions which by their naturse must

in public.
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Chapter III

The International Conventions and the Discussions on

the International Level

Article 11 of the Paris Convention is the cause of
nearly all ccuntries covered by this study recog-
nizing, expressly or implicitly, that disclecsurs of

an invention at an exhibition does nct destroy its
‘novelty. In this part a more detailed descripticn is
given of the discussions about a pcssible improvement
of Art. 11l and of the various attampts at introducing
a real novelty grace period into the Paris Convention.
Art. 1l is the historical starting point of
novelty grace pericd prescribing cthat prior dis-
clecsuras by the inventor befocrs a ap

is filed do not atffect the invention's patsntabilizy.
Furthermcre, an acceunt is givsan cf the other inter-
naticnal patent conventions wizh r

'judicial disclosures pricr to filing of 3 zatans
application. The cecnventicns will be

chronologically according to their year ¢ ccnclusicn.

Finally, WIPO's Model Law fcor Developing Countriss
and the interim result of the discussions under zae

auspices of AIPPI.

The Paris Convention

Protaction of Invantions at Exhibiticas

Art. 11 of the Paris Convention as we Xnow 1t tcdav

has come into existence in thra2e rounds.

=na

(21

Art. 11(l) prescribes that "the countriss o

S—

B

Union shall, in conformity with <heir demestic lag

lation, grant temporary protection to patentabl=2

3

inventions, utility models, industrial designs, and

trademarks, in respect of goods exhibited at ofiicial



or officially recognized international sxhibitions
held in the territcory of any of them”

The rule of protection at certain internaticnal
exhibitions was among the original 19 articles.

Since then it was amended in 1900 and last in 12825
when paragraphs 2 and 3 wera added. Bowever, aArt. 11
was discussad again at the Revision Coniarsances in
London 1934 and in Lisbon 1338.

-Already during the preparaticns f{or the HZacus con-
farence the International Bureau realized that Ars. 11
only established a principle, and that this being so
the national legislations of the member Statas cf the
Union diffared widely from cne anotier. In crder to
improve this situation "2 la fois compliguée =t in-

certaine" a proposal was made groviding & detailad
regulation and a regquirement c¢f observances ¢ a
nter

formalicy procedura on the part of the inaventer. Ths
propesal of the Iaternational Bureau had se worded
as three als rnatives.‘) I- was cdmmon To them =ha-z

the =xn;altxons wars 2o se acdverzised inla Prcprisgzsi
Industrialle, A time=-limis ¢f six mentias Ircm zihe
opening c¢f the axhibition was to be appl ca:le,'ané
the inventor should have a certificate {rcm =zhs
exhibition tc be used as documentation vis=-3-vis zx
national authoritiss

e
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procecdure was not adeps
ference was paragrapns 2 ancé 3 which have ramained
unchanged ever since.la} Zcwaver, the acopti
paragraph 2, lst sentence was essancial i
of which the tamporary exhibiticon protscticn dces ¢
extend the periecds of pricrity of Art. 4 of

Cenvention.

At the London confersnce ia 1534 iz was attampzad

once more to make the ds2mands ¢n <he naticnal
legislations of the member Statess of the Unicn more

§2
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rigorous to improve an exhibition protection. The
proposal of the International Bureau had been con-
siderably simplified compared with the alternative
proposals of 1924, but still it operated with a
notification to.the International Bureau about
official or officially reccognized international exhi-
bitions and a rule about the filing of an exhipition
certificate possibly together with a translaticn
within three months from the filing of an application.
Opinions varied, however, much and severgl oropesals

were made, but ncne was adopted.’)

The Lisbon confersnce in 1958 did not succeed in

amending Art. ll either. A majority4) was of the

opinion that Art. 1l gives the inventor a false im-
1

pression of security and thought that arc.
to be left cut of the convention. In particular, the
problems were ccncentrated on the definition of the

conceapts of "an international exhibiticon” and of
"temporary protection" including the difficulcties as

-

n

to the proof of identity between the articls di
at

1]
(a1

played and the subject-matter of the patent L
applied for.

rt. 11 has given rise to sc many
discussions is th

p 2]

The reason why

the provision i{s wordad vaguely

t

a
in several respects. The member States of the Unicn
2 invan-

are obliged to grant protection to patentad

ticns, utility medels, industrial de

s
marks in respect of goods exhibited at cart
exhibitions, but Art. 11 does not def a
the character of the temporary protaction according
to national legislation. It is possible to grant 2
Xind of right of priority, more or la2ss similar
that recognized in Art. 4 of the Paris Convention.
It may also be a provision prescribing that, during
a certain period, such exhibition will not destrovy
the novelty of the invention and that the person who

exhibits the invention also will be protected against



usurpationr of his iavention by third perscens. Naticnal

legislation may alsc choese tc recognize the right of
prior use in favour of the exhibitor as against
possible rights acguirad by third persons.

The ethbLbLons in question are:r official or offici-
ally recognized international exhibitions. Although
this concept correspends ta the definition in the
Convention on Internaticnal Exhibitions of 1828,

it cannot be applied tg the Paris Convention as <hs
‘surpose of the twa conventicns is difisrsnt. an
exhibition will be considersd to be "o
is organized by a State or cther publi
The concspt of "officially racegnized" covers :he
fact that the exhibition has seen racognizsd as su
Sy a State2 or other public authority. Tae lack of an
unambiguous definiticn nas resulted in mest memzerx

authori .

0

States of the Union net having introducsed a particu-
lar system granting exhibicion prétection as zhev &2
not feel obliged to de sco v Art. ll. The mecst
axtensive svstem of exhibition protecti

act only to internaticnal axhibitions but also 2
national exhibitions was fcocundé ia Germany until he
1981 Patents Act

Naovelty Grace Period

doth at the London andé the Lisbon conisarancs prosc-
sals wers made haviag further aims in visw zhan iusz-

protacting the invanter who displays his iavenzicn

prior to the filing @f a patent aoplicazion In 1333
it was a question of an Italian and a Du=ch propesal.’’
The Italian prcocsal of a new ar=icle, ar<. L1l 2is,; was

the less far-reaching as the ncvelty grace pericd
roposad cnly applied 2o publicaticons | c
ticns or collaections of an academy or a l2arnad
society domiciled in 2 member Stats2 of the Union.
The Dutch proposal was made as an additzion to
The novelty grace period should ccncern all kinds o

7Y
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industrial rights and apply to communications and
publications in general within six months?prior te
the filing of the rights, provided that the filing had
been made by the inventor or the applicant and that
the holders of the rights explicitly reserved for
themselves the right of protection. The reason behind
this propcsal was that the requirement of the appli-

application as originally filed. Furzher %
stressed that the proposed provision might hel
authors of scientific discoveries publishing disser-
tations by allowing them respite to formulate a patancs
application. At the same time the érovisicn creopesad

was intended to render Art. 1l superfluous.

-

None of the propcsals was subjected o a mora dée
discussicn. But the conferences adopted a rasclution
expressing that it is to be wished that na a

legislations introduce provisions granting the invan-
tor a period of grace within which the author's
information apout or use c¢f the invention dces nct
a2xclude a later grant of a patent, nor causes the

invalidity of the patent later applisd fcr.

~
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For the conierence in Lisbon in 1938 the Int=arn
Bureau submitted a proposal for the
novelty grace period in Art. 4, le
Paris Convention as part of the ¢

The proposalg)

(=
a1
"t

"l. L'octreoi d'un breavet ne po a
refusé pour le motii que la2s éléments &
l'invention qui fait l'opject de la

s!
ont été divulgués par une personne autra
d



les six mois précédant la demande.

2. Cette méme dispositicn sera applicakle
lcrsque-la'divulgaticn ast fai:Apar l'in-i
venteur lui-méme ou son raprésentant, sous
réserve des rastrictions qui peuvent Stre
imposées par la legislaticn nationale du
pays dans lequel la demande de bravet est

faice,"

Supperting the proposal the German delegation, how=-
ever, emphasized that independent disclcsures of a
'third persen with the six months period should remain
anticipatory. A large number of cocuntries dissociatad
themselves unambiguously f£rem a novelty gréce pericé,
in particular, referring ta the fact that the article
wauld give the inventor a false fseling of securit
and increase the legal insacurity of third persens-
as te the state of the art. That was the case cof
countries like Belgium, France, Italy, the Nether-
lands and Switzerland. Sevezral of them could accert

a novelty grace periocd covering the cases whers the
Publication of a third perscn is the consecuences c:i
an abuse in relation tc the iaventor, wnersas zheav
weres opposed tQ a grace period with respect to the
disclosures of the iaventor. This position was cthat
of ameong others Cenmark, Norway and Sweden. In spil:ts
of the fact that two prcpesed amendments triad <o
make allowance for this point'cf view, thev were zco
extsnsive as regards the question of anticipationof sz
thiré person's disclosurs in ra2lation S0 zhe iavenzIaor
and thus they were not adoptad.

The Strasbourc Convention

The Council of Eurcpe Ccnvention cn the Unification
of Certain Pocints of Substantive Law con Patents for
Invention of November 27, 19263, dsfines the acvelty
concept in Art. 4. The convention lays dewn 2 concept
of absolute novelty which was gquits new tc mest of
the member countries of the Council of Europe in the
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1960'es. The negociations in the Council of Europe -
about that convention took place at the same time

as the negociations in Bruxelles ‘concerning a Europear
patent system for the Communities. Thus Art. 4(4) of
the Strasbourg Convention like the later European
Patent Convention operates with a rather limited
exception from the requirement of absolute ncvelty.

Art. 4(4) prescribes:

"A patent shall not be refused or held invalid by
virtue only of the fact that the invention was made
public, within six months preceding the filing cf the
application, if the disclosure was due to, or in
consequence of:
(2) an evident abuse in relation to the applicant
or his legal predecessor, or
(b) the fact that the applicant. or his izgal
predecessor has displayed the invention at
official, or officially r=cognized, international

exhibitions falling within th
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vention on International Exhikitions
May 1948."

Even after lengthy discussions of this questicn thers
was no wish to introduce the German rule, neither in
Strasbourg nor in Bruxelles. The conclusion was
the principal idea behind a novelty grace period,
i.e. to cover the inventor's disclosure of his inven-
tion prior to filing a patent applicaticn when the
disclosure is not caused by any abuse, was act
accepted. The convention admits as little immunity as

m
b

possible not to induce the inventecrs to feel {r
from care with regard to concealment of their inven-
tions prior to filing a patent application. The
reasonll) was that still this immunity was not
generally recognized at an international level, and
thus the inventors in disclosing inventions prior to

the filing of a patent application would run the risk



of the disclosure constituting anticipation in many
other countries, and the possibility to file an
application abroad later would be destrcyed. As lcong:
as the idea of a novelty grace gericd is not re-
cognized intsrnationally a novelty grace period as:
extensive as the one known in Germany was consicderad
to be a gift of the Danaides to the inventcr.lz} It
has to be borne in mind, too, that during the aege-
ciations about the Strasbourg Convention in the
beginning of the 1960Q0'es the Lisben Confersance Zor
the Revision of the Paris Conveatien in 1338 was not
far away, and at the conference there had been an
unambigucus dissociation from a2 novelty grace pericd
in relatieon to the inventor's prior publicaticns.

According to Art. 4(4)(a) the early disclosurz is
not anticipatory when it is due tc anevident abuse
to the detriment of the later applicant or iis

successor in title. The elements of the act o

n
i
<
“
(1
[[]
3
fy)

abuse nave, ncwever, not ceen rsalized wnen a thizd
perscn has disclosed the iaventicn with tha activs
ceonsent of the inventor or of his successor ia
It is %thus reguired that the iaveanter cor 2is
successor ian title has done everything neces
keep rthe invention sacra2t and that the third ;erécn
has communicatad his knowledge of the inventicn =2
the public or in a way wnich ofisnds a contraczual

cl
0
"
[0)
(3]
o)
.4
n

or legal cbligation towards the inven
successor in title.

Art. 4(4)(b) prescribing that the display cf the
invention at official, or cfficially rscognized,
internaticnal exhibiticas within six mcntas prece-
ding the filing of the application is not z2nticiza-

tory, has given rise toc animatsé discussions in
Strasbourg as well as in Bruxellsas, toc. In particu-

.. . 1 . .
lar, these discussions 3) Xept raTurniag to tiae
gquesticn to which extant art. 1l ¢f the Paris Con-
vention pinds the member States of cthe Unicn. The
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disagreement did not concern the fact that Art. 11

of the Paris Convention puts the member States of the
Unicn under an obligation to grant some kind of pro-
tection of display at international exhibitions, it
concerned the question which type of internaticnal
exhibitions should be comprised and who was to
determine whether an exhibition can be recognized.

So it was tried to put an interpretation as narrow

as possible on the cobligation of the member States

of the Union in Art. 1l of the Paris Convention. That
resulted in only exhibitions ccmpreshended by the Con-
vention on International exhibitions of 1928 being
covered. The menticned convention has a very narrow
definition. In spite of the fact that German guarters
pointed out that such a provision could only be con-

o®

(0]
ot

sidered to be a "confession with the mouth”" %o th

nY

b

0

-

ocbligation pursuant to Art. 1l of the Paris C
ion,

3]

J
tion, the other countries maintained their concep
and Art. 4(4)(b) got its present wording.

Art. 12(1l)(b) allcws each Contracting ?Partv <Zor five
vears starting from the entry into force ¢f the con-
vention the right "to grant valid patents for

tions disclosed within six months oraceding the filing
of the application, either apart from the case
referred to in paragraph 4(b) of Article 4, by the
inventor himself, or, apart from the case rsisrrad

to in paragraph 4(a) of Article 4, by a third party

as a result cf information derived from the inventor".

The Patent Cooperation Tresaty

As the Patent Cooperation Treaty, the PCT, does ot
establish an international, substantive patsnt law
system substituting or supplementing the national
patent lawof the participating countries, it was nct ol
immediate importance at the genesis of the treaty =o
consider creating a novelty grace provision. The 2CT

only organizes a centralized search and in respect
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of certain member States alsc a preliminary examina- q
tion. This being so & reqular novelty concept is nct

defined. in the treaty.

In consideration of the carrying through of the intazr- .
national search of the International Searching authe--
rities Art. 1l5(4) prescribes cthat the Intarnational
Searching Autherity shall endeavour :tco discover as

much of the relevant prior art as its facilitiss per-

mit, and shall, in any case, consult the dccumentaticn
specified in the Regulations. To this articls Rule 33
abaut Relevant Prior Art for the Internaticnal Search

‘ig added. Relevant prior art consists of everything

.which has been made available to the public anywhers

in the world by means of written disclcsure, ané =ae
International Searching Autherity shall mention any

written disclesure which refers o an cral disclcsure,

use, exhibition, or other means whersby tie ccncants

of the written disclosurs wera made availagla o :zhe
public. Further it applies to the intsrnacicnal

preliminary examination that a claimed iaventicn

- shall te considersd novel if it is act ant
the prior art as defined in the Regul
33(2). Rule 64 about Prior Art
liminary Examination as far as it goes rapeats :the
definiticon in Rule 33 abeout prior art and ncn-wrizzen
disclosures.

In the way these provisions have been werdad izt is
left to the designated Cffices with respecs s winich
the applicant wishes to proceed with the intarznaticnal
application to decide whether cral disclesurs, use,
2xhibition or other non-writzten means having :akah
place before the filing date of the international

—2

application, but nct racorded in writing uneil
inventicn is held tc be ccom-

1]

later, implias that th
prised in the state of the art, and thus a gasant
cannot be grantad.



According to the PCT every member State may decide
for itself if a novelty grace period shall apply ang,
if so, a country is free to settle the further ~
details. The same applies to a possible provisiocn
concerning temporary protection in case of a display
of the invention at an exhibition prior to the filing

of patent application.

The European Patent Convasntion

"In Art. 55 of the European Patent Convention Art.

4(4) of the Strasbourg Convention recurs. The articlas
correspond to each other word by word as to the
measuras: not considered anticipatory. Only as

regards the wording of the time-limit the articles
differ. In the Minutes of the Munich Diplomatic Con-

4 3 "~ : 4+ . .
14) e 1s expressly mentioned that a patant

£ference
application ¢f a third person which has besn filed
prior to the applicaticn of the rightful inventor

is non-prejudicial to novelty whether tihe 13 months
publicaticn of the applicaticn takes place less than

6 months preceding his filing date, or

a
of the rightful inventor and thus should form state
of the art according to Art. 534(3). The guesticn if
double protection is granted to the same inventicon
depends on the rightful inventor bringing an action
abcocut the right to the invention for which a pataenz
has been applied for in the first application and,
on wnich of the possibilities indicated in Art. 61
he chooses, cf. also Rules 13-16. However, this
question concerns the right to the invantion and not

the novelty provisions.

Norway and Finland proposed that the exhibition pro-
tection should be extended to cover international
exhibitions which by the Government of the country

organizing them have been declared to be exhibitions
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to which the provisions about exhibition protacwtion q,

are applicable. The propeosal was rejected. The importancs

of the European Fatent Conventicn not departing from

the Strasbourg Convention which had already been -

signed was decisive, even if it was doubtful whether .
exhibition protection was still appropriate in medern
times. Exhibitien protection pursuant to Art. 53 .
only applies if the applicant when filing the Zurc-

pean patent application states that the iaventicn has

been sc displayed and files a supporting certilicats
‘within the prescribed period. Rule 23 of the Conven-

tiom provides that the applicant must, withia Zour

months of the £iling of the patent applicaticn, fils

the mentioned certificata. In addition te statiag

that the invention was in fact exhibitad at tae

exhibition, it shall state the cpening éata ¢f the
axhibition and, where the first disclcsurs of the
invention d4id not coincide with the cpening Gatze of
the exhibition, the date of the first disclesurs,

The certificate must be acccompaniad oy an identiiica-
tien of the inventicn, duly authenticatad bv =he
authority responsible for the protsc=icn of iadustrial

property at that axhibition.

ticns was published for the first time in L
tion 2 concerning acvelty se=s out the raguirament
of absolute novel:y. Zcwever, an iavancicn

ot
'y
[

be deemed to have been made availabls to
solely by the reason of the fact that, within the
pericd of six months preceding the Ii e
application for a patent, zhe inventor o

r als
successor in titls has exhibitsd it at ap cfficial
or officially recognizesd intarna '

The sxhibition must be internacion
official cr officially r=cogni
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In 1579 a revised versicn of the Model Law was
published. The section concerning noveltyv nad under-
gone certain changes, not as far as the principle

of absolute novelty was concerned, but in introducing
a period of grace without limiting it to cases

of display at an official cr officially recognized
international exhibition. In the ccmmentary on
Section 114 it is said that thecretically, univer-
sal novelty is more satisfactory since it corrasponds
to the very concept of a npew invention. Sec. 114(3)
‘prescribes that a disclosure to the public shall not
be taken into consideration if it occurad within cne
year preceding the filing date and if it was by rzason
or in ccnsequence of acts committed by the applicant
or his predecessor in title. Paragrapn 4 ccntains

the same provision for cases in which the disclosurs
was by reason or in ccnseguence of an abuse. Neither
the preparatory works, nor the ccmmentariss to Sec.

114 explain the extensions in relaticn to the 188

m
[o ¥
cr
0O Ww

Draft. WIPC informs that the wish was exprass
introduce a novelty grace period apolicable to
early disclosures of the ianventor himsell in corcer
0 protaect the ignorant inventor who Ior the s
time makes an invention. No empirical examinaticn of
the need of such a grace period praceded the adop

of the amendment. In the commentary it is statad:
Such a period of grace is a of parti

for a developing country since it 1
be expected that the nationals of such countriess will
be fully aware at the time of making an inventicn of
the importance of keeping it secret until a gatent

application is filed.

The Discussions Under the Auspices of AIPPI

Although the discussions about an internationally
applicable novelty grace period failed at the ravisicr

of the Paris Convention in Lisbon in 1958, the idea

C . . 13) . .,
of this is still alive. 5) For the purpose of the



AIPPT Congress in Buenos Aires ia 1380 it had been
decided the year before that a report from the

respective national groups skould be drawn up concern-

ing question 75 of the working programme of AIPPI:
Pricr disclosure and prior use of the iavention by

the inventor.

Prior to the congress a report had been presented by
16)

21 countries. They siicwed that 5 countries (3el-
gium, Finland, France, the Netherlands and Sweden)

-

dissociated themselves clearly from an amendment ci
Art. 53 of the Zurcpean Patant Convention and

from the inftireduction of a novelty gracs pericd
applicable to the inventor's own pricr disclcesure into
the Paris Ccdventicn, teo. As for the Uniteé Xingdom
cpinions were divided. Part of the Britisik Group,
Brazil, Spain and Israel wanted a pcessible grace
period to be limited tc covering acts for the gurpcse
cf experiments and disclosuras ia connecticn wisl
negociations about exploitation of the iaventicn.

The other countries advccatad the introducticn ¢f 2

general novelty grace period into the Paris Conven-

ticn.

These repcrts and the discussicns in 3usnos Airas in
1382 led to the adoption of a resoluticn in fzvour cf
the introducticn and rsintroduction respectively of 2
novelty grace pericd. The resolution 2xprasses tiis wish
that the grace pericd shall apgply wo all disclasures,
pe it a writtan ¢r cral descriztion, or use witliin

six months prior to the filing of an application, and,
if a pricrity has ceen claimed, prioc :
of the first applicaticen, <¢f. Art. 4
Convention. The grace geriod shall a
inventors' certificatas and utilizy mcdels. AIPPI
racommended a provision to the apove-mentioned eiiacs
introduced inteo the Faris Cenvention or a s=apara
international agreement to this 2ffect. The inter-
national organization of FICPI, tco, has made a2

94
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resoluticen in favour of the introducticn of a ncvelty

grace period in 198l.

In the light of these resoluticons it is part of the
1984/85 programme of the International (Paris) CUnicn
for the Protection of Industrial Prcperty that the
International Bureau will prepare a study on the
arguments - for and against - a grace period and on
the question of the desirability of a uniform solu-

l7).and a

tion. The study was cue in March 1984
‘first discussion took place in May 1984 in the
Committee of Experts on the Grace Period for Public
Disclosure of an Invention. The International Bur=zau
considers it necessary and also justified to find a
uniform and internationally viable solution providin
for a general grace period, and it considers the acst
desirable form of achisving such harmonization toc oe
the conclusicn of an international treaty which
should be a special agresement within the framework

of Art. 19 of the Paris Conventicn. As sxpectad :

)

e

>

meeting showed that opinions were strongly divided,
and the Committee of Experts ecidedls) that the
study should be circulated tc all member States of
the Paris Union and to all interested intergoverna-
mental and non-governmental organizations, giving
them an opportunity to comment. A second sessicn of
the Committee will be convened later with the purpcse
of continuing in more detail the consideration of the
guestions which are the subject of the menticoned
study. The discussions have not y=2t reached a2 stage

where their outcome can be xnown for certain.

Notes:

1. Conférence de la Haye, Documents Préliminaires,
1924, p. 44 and 47-50.
la. The wording of Art. ll, paragraphs 2 and 3 is the

following:
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®(2) Such temporary protecticn shall not extend
the periods pravided by Article 4. II, later, the
right of priority is invcked, the authorities of
any country may provide that the pericd shall stars
from the date of introduction of the goods inte
the exhibition.

(3) Each country may require, as prceof of the
identity of the article exhibitad and of the dace
of its introduction, such documentary evidence as
it considers necsssary.” .

Actes de la Conférence Réunie & Londres, 1934,

g. l6l.

Ibid., p. 29Q-292.

Actes de la Conférence de Lisbcnne, 18358, p. 447~
459.

Bodenhausen: Guide to the Application of the Paris
Convention, 1968, p. L30-1S1. |
Actes de la Conférence Réunie a Lendres, 19134,
293, |

Ibid., p. 260-261l, and refsrencs 2y Xlauer GRUR
1934.390.

Ibid., p. 392.

Actas de la Confér=nce de Lisbonne, 1938, z. 330

‘0

et seq.

Ibid., p. 363.

Denkschriftan, Strassburger Patan<ikersifkommen,
Blatt 1976.339.
Pfanner GRUR Int. 1
Pfanner, inid.,
M/PR/I, poiats 6
See for instance Hamburger GRUR Iant. 1963.18%-1¢93
and Hoepifner GRUR Int. 13973.370=372.

AIPPI Annuaire 198Q/TI, p. 202-296 and AI2PI
Annuaire 1280/III, p. 34-57 and 67.
WIP0 document G?2/CE/I/2, datad March 2
See WIPO document G2/CE/I/3, datad May
paragraphs 70 to 72.

D.
.
1=

46
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Chapter 1IV

Theoretical Analysis of the Problem and Assessment

of its Importance

During the many years of discussion about a novelty
grace rule at the internaticnal level and in the

latest years, especially in Germany, a number of argu-
ments pro and ¢on, L.e. advantages and disadvantages
of a2 novelty grace period have been pr fcra

entering into a further debats and eval:
advantages and disadvantagesl)

points of view are to be briefly summarizad:

I Enumeration of advantages

1. The inventor is not sufliciently agquainziad wizh
patent law and by his disclesurs he the

an unintenticnal bar zo the nocvelty of nhis cwn laf
patent applicaticon. Typically his £

with patent law occurs in the form of o

patent attorney at a time when an or

disclesure of the invention already has Zaken place.

2. The inventor dces not realize that a cer=zain
innovation involves a sufficient inventive stsp or

not until further occupation with the proclem dces
o

fu

ne understand that his initial thought l=ads
a

c
4
o]
8}
o]
[}

patentable solution (in particular, gublic

theoretical cognitions which have not yst been

3. The inventor needs practical testing of his inven
tion which he, due to the limited possibiiitiss ¢
secrecy, cannot carryv out without therebyv making the

invention available to third persons (e.g.

=

a
plough, agricultural machinery and sports eguipment

like ski bindings and winé surfers).
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4. Research workers have to exchange infcrmation

and tc discuss with colleagues in order tc be able =¢
estimate the results of their research and if necsssa-
ry te let them be verified through parallel experi-

ments.

5. Isclatad inventors and small ancd medium-sized
enterprises, in particular sentarprises in
develcping ccuntries, donot nave the opportunity =<

safsaguard secracy.

6. Individual inventors and small and medium-sized
eanterprises need assistances with construction cr
delivery of kncw=-how from third sersons.

7. Despite diligence as regards measur2s to s
secrecy, disclosuras made by a thizd person do taka
place, tracsable back te the iaveator, witiicut such
publications ceonstituting an abuse withia the mezning
of Art. 33(l)(a) of the Eurcpean Patant Convantien.

8. In order toc obtain a gocd 2

a
the time of filing a patent aprlication cught T =e

p

under consideration in its most compranens
Without a novelty dgrace provisicn the applicants arzs
forced to make 3 hasty filing of & satant applicaticn
when suddenly one éday it turns out tc se necsssary
due to negociaticns with a =hird person or dus o
inventor's own gublicaticen.

9. The rsquirement of apsoluts novelty witiout anvy
modifications as ragards prior disclesurs by =he

applicant nimsel?f forces such a2pplicants to fila 2
patent application as guickly as possipla. Theraice
a novelty grace pericd will imply a ralisf to :<he
patent authorities and to the users by cre=ating a
decline in the number of printed, unsxamined gatanc
applicaticns (Qffsnlagungsschri

the £lood of ianformaticn materi
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10. Spreading of the most current technical informa-
tion is facilitated when it is not necessary to take
any bar to novelty caused by disclosure into conside-

ration.

11. The newest results of research are often for the
first time published in lectures and articles in
periodicals before a patenting becomes of current

interest.

.12, The WIPO Model Law for Developing Countries pro-
vides for a novelty grace period in its Sec. 114,
even with a time-limit of 12 months in stead of one
of 6 months like in earlier German law, and a novelcty
grace period has been introduced into the UPOV Cen-

vention.

13. The making of contracts will take place in a
better climate because the mutual distrust is avoidad
which otherwise will exist between the parties
knowing if later they will stand oppesits to one
another in an opposition precedure or a lawsult abou

the validity of the patent.

II Enumeration of disadvantages

1. The principle of absolute novelty is fundamental.
he

h
ct

Orderly considerations dictate clear rules o

[}

na

n

—
[ 1Y
[N
R
—
wn

decision on the guestion if an invention fu

requirement of absolute novelty or not.

fu

ppli-

E]

2. The inventor shall be induced to file h
cation as soon as possible because of the general

principle of publication.
3. The difficulties in proving a third person's
alleged misappropriation of the invention may be very

considerable.

4. The inventor does not need a novelty grace period
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because he knows: the effects of the raguirament of »

absclute novelt

5. A gracevpéiiod may imply a danger of false securisy
of the inventor as he has ngo protaction against the
disclosures and the filing of a2 patent application
of an independent third person.

6. The passibility to apply for a patent abrcad may
be lost (unless the grace pericd is universal and

-uniform).

7. The legal insecurity increases as third persons
become doubtful about the state ¢f the art.

8. Competitors need ta Kkilow as soon as pessible i a
product con the market form part of the state of zha
art and with that may be cocpied, or i a gatent pro-

tection has been applied feor.
9. As a matter of principla a ncvealiy gracs pericd
plies a temporal extansion of the axclusiva I

imeg i
which causes misgiviags Zrem a sacial goint cf viaw.

III Further discussion of advantages and disadvantacges

In a closer analysis of the enumeratad argumen
need of the differsnt groups of patsnt aco
users of the patent system for a novel:iy grace gericsd
is to be examined. Morscver, it is to 2e 2xamined =0
what extant the present patent law sysctam makas a
wance for such pessible needs, and if that is not the
case, now any such needs can be covarad, e it 2y
(re=)introduction of a novelty grace period c¢r in
some other way. In this ccnnection it shall ze

o

2xamined hcow such rules fit into the present paten
law systam. By so deing it must be kept in viaw thas
Patent Law at a nacional lavel as well as at a global
level secures and is the mainstay of rights of very



big economic and social importance, for which reason
heavy demands are made on the legal sharphess and
practicability of the system. Thersfore needs, whether
objective or personal, which are justified only in
very individual considerations, cannot be made
allowances for without further prootf, even if this

in the individual case may lead to situations lookad

on as unjust.

Below scme circumstances of a more personal nature
-are brought up for discussion (A). Afterwards circum-
stances of a more objective nature are discussed (B).
The division is only of a matter of presentation,

the circumstances being often closely woven together
in practice.

A. Perscnal Circumstances and the Like

A.l. Persons Unfamiliar with *he Patent Law

a. It is often argued that individuval, including

completely "private", inventors who cannct Ge

)]
gu
it

"

supposed to have a profound knowladge of the gzac
a

=
=

b

law system run the risk of suffering a irreparab

O
U]

ne,

loss of rights within a system like the present

m

i.e. a system having a severe reguirement of objsctiv
novelty without grace periods. Prior to an evaluation
of the need of this group of patent applicants fcr
special rules in the form of a novelty grac2 provi-
sion, their connection with and influence on innova-
tion is to be outlined in a social connecticn. From
inventors' quarters it is emphasized that in specific
technical fields the majority of all sssential inven-
tions - namely between 70 and 80% - ars based on an
idea and on the initiative of one person and on the
efforts made by small undertakings.Z) It is repcrtad
that most important inventions these days continue

to come from individual inventors and small firms

whereas the majority of all inventions, whether
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significant or not, arise in the laboratcries and
developrment departments of industry.

In the United Ringdom it has heen estimated that in

19638 scme 30% of United Kingdem-originating applica-
tions were attributable to privata inventors.3) Within

the varicus parts of technology the importance of .
the independent inventor varies. Studies show that

in chemicals, pharmaceuticals and scme f£islds of
electronics they de not seem ta bhe of much impertance,

[
)

a
—

-but they continue to patent on a considerabls sc
in engineering and ralated fislds. These iaventors
seem to concentrata, ia 9 ef 10 cases, on ideas that
lead to new and improved products (as cppcesed o new
processes). They are mainly pre-occupied with consumer
goods, less so with capital goods and very littls
with,indust:ial.materiafs.

The British National Research Develcpment Cocpera-
4)

ticn's experience with grivaca inventcrs seems =0
be that only an extremely small number ¢
iaventions submitted to it are worz=i sxplel
either on technical or economic grounds, alzicugh a
very fa2w do give rise to radically new davelopments.
In its Annual Report for 1353-34 iz was said chat
outside the field of light anginaeeriag and iastruments
manufacturs, the isclatsd individual razraly appears
to have any serious ccntributions to make 0 tae
advancement of tachnology. adducing tha
in Germany 353% of all'applicatiens in 137:=7%
submitted by the almost 77% of applicants thatc
between cne and ten (on average 1,6) patent applica-
tions a year dces not prove that these applications
are not exactly the majority of the applicati
which do not l2ad tc patant. This can be ccmp
with the fact that in 1881 1.C83 applications in
Denmark were filed by Danish naticnals, of which,
however, 318 did not live to see the day of the 138
months-publicaticen. A statistical survey made scme
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years agec within the Danish Patent Office of patent
applications filed by Danish nationals within one

year (approx. 800 applicaticons) showed that one hal:i
had been filed by independent inventors, and the rest
by more or less medium-sized firms. An overall evalua-
tion is that both the independent inventor and the
small enterprises probably play only a ccmplementarv
rdle compared with the inventicns of the big enterprises.

b. The particular need of the persons unacquainted
with patent law for a novelty grace provision was
touched upon in the official commentaries to the 3ill
which introduced the real novelty grace provision
into German law in 1936. One argument out of three

in favour of the introduction of the menticned previ-
sion referred tc the hardness of the legislacicon till

then on unexperienced inventors in that they in ilgno-
rance of the law publish their inventions prior =o
the filing of a patent application and in so doin
forfeit the preospect of a patent.s) This argument has

later been fcllcocwed up by the reflecticn that the
first enccocunter of the individual inventor w
law in the form of guidance by a patant attorne:
typically occurs at a time when an oral or wrizten
disclosure of the invention already has taken plage,
and consequently he needs a novelty grace period. X
These arguments appear to be somewhat dubicus as the
later is valid only in cases where the disclosure of
the ignorant inventor has taken place within the

space of time of a novelty grace provision fixed by
the legislation in gquestion; a space of time necassary

for reasons of legal security. The former argument in

=

its thecretical conseguence should

ead to 2 novelzy
e -

ng
sumably often of several years - thing which

R -p
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grace period of a guite consideraple 1

=
n

entirely unacceptable. Reasons of legal security in
this connection are the possibility of enterprises te
make themselves acgquainted with existing and potantial

rights conferred by a patent, the =xtent of such



[}

rights and their date to avoid initiatiagan infringing
production and with it business econemical iavestments
witichr Latar have to be given up with lcsses. Histori-
cally seen, this should have incidentally la2d %o ths
introduction of a novelty grace peried in e.g. France,
having a particular reaseon for that, as an absoluta
novelty requirement existed thers long befors its
intreduction intc German Law in Lssc.a) As far as iz
is known there has, however, been no such wisii. In

N
232
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france where a particular need fcr putting new
-into innovation has been recognized, the iatroductizn
of a novelty grace period has not been iacluded as
part of the mumber of measures planned to improve tae
conditions of the enterprises, and of the scisntists
and the engineers working in R & ) departments <¢i =h=
productive sector.g) Moreover, taking che ralative
novelty requirement then in force in Germany iato
consideraticn, considerably more uncertziaty ccul
have existed as regards the ncvelty cf an iavanticn
in as muchh as the definition of the stats o
was more complaex and thus mors difficuls
igneorant of patants tg survay.

+ is maintained that a novelzy grace pericd for the
penefit of the prior disclecsure of one's own grotac

the ignocrant iaventor whe nc doubt has macde an invan-
tion but who dces not realize that it has the necss-

sary novelty and inveolves a sufficisnt iavsentive stap
to comply with the lagal raquirsmencs of psatanitz-
o2ility. Of ccurse, that could e the case iz a gl
situaticn. In case of any rula of the lagal svstsm,
aiming at protactiag the iandividual ignerant person,

examples where the rulzs would fuliil its ourzes

a given case can >e mentioned. However, that deces nos

HS
‘4
m
U\
4.
a
r
l [ 1Y
l‘_‘
.J
3
«{)
' ¥
fv
ol

imply that a sufficient need 2x
other opwcsits consideraticns must give wav. 790 zazans
authorities and patent advisers maxking acvelly

(u

searches or surveys of the st of the art in ccnnec-

tion with a concrets invention, the case of iavantars

Jo
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believing that they have made an invention, but in

resality the invention long has formed part of the

state of the art, occurs far more frasguently.

10

\
l

has even occurred in innovation competitions that

T
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-
e

the first prize has been or was just about to be given

to an invention which, however, cn going over the

patent literature was found to be comprised in the

state of the art or not to involve an iaventive step.

On judging the importance attributable to the
that an inventor is ignorant of patent law it
form part of the evaluation that the purchase

fact
must

of a

annotated edition of the Patents Act 1s a2 most modest

expense compared with the expenditure on purchase ot

materials and various apparatus which to the orivate

inventor often may be great but which none

-
'

he

l=ss

appears to him to be inevitable for the development

of the invention. Prcbably the novelty raqu

i

-

is the part of patent law which is mest easy to

stand even for the less professional.

As an argument in favour of a n

e
person unfamiliar with patent law by mea

(oN
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novelty grace period it has been stats
WIPO Model Law for Developing Countriss on

contains a provision to that effect in its

even providing a time-limit of one year instead

months like in former German law, and %th
grace period has bteen introduced into th

vention. WIPO has explained that no 2mpiric

tions of the need made the basis of the introducticn

reme

of a novelty grace provision into the Model Law;

was only a case of meeting a wish which had been

-
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expressed. The Model Law contains only not dinding

racommendations tc provisions in national lagis

and not internationally binding rules. Sec.

ds.f_

not gct a unanimously pcsitive reception; on the con-

trary some lawyers have rejected it arguing that it is

ceontrary to fundamental principles of Patent Law.

1

2)



Several developing countries have amended thair
patent legislaticen during the 13870'es. Only Sri Lanka
pravides for & novelty grace pericd corraspending. to
that of the Meodel Law. Iran, Mexics, South Africa and
Thailand have amended their patent legislations in
1372, 1875, 1978 and 1979 respectively, and none of
these countries has a real novelty grace provision as
they only have a rule of the kind of the Strasbourg
Convention. The same applies to the Agrzement Relating
to the Creation of an African Intellactual Property
-Organization (CAPT) of Marca 2, 1977 (nct ye= entarad
into force) which is to replace the Agreemaqt.of
Libreville of September 13, 1962. - On the other hand
the recently published Patent Law of the Peopls's
Republic of China of March 12, 1984, contains a
novelty grace pericd of six montlhs covering (a) disslav
at an international exhibiticn speonsor=d cr raccgnizad
oy the Chinese Goverament, (b) gublication at 2 pra-
scribed academic or ‘tachnological meeting and (c)
disclesure by any perscn without the consant cf the
applicant, cf. Sec. 24.

In general it applies chat if iavsntors ia develcoiag
countries due to lack of knewledge of patant lagisla-
tion sheoculd be in particular need of 2 aovelty grac
period, this has nct vet teen realized or made allow-
ance for by their geovernments. The Zact that tae {72
Convention nas a noveliy grace pe:iod ané maxss L
Dossible Lo test new strains commer<ially wichcuz
impeding protection does net greve :hé:
ding need necessarily exist within
It applies to all intellactual rights that the pecu-
liaricy of each individual =zvpe of

social interests which it is 2o cens
mine the elaboraticn ¢f its speciiic ragulaticn :in

detail.
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A.2. Small and Medium-sized Enterprises

a. The small and medium-sized enterprises ar= consi-
dered to pcssess the biggest technical potential in
Europe at present. Studiesl3) have shown that within
the technical fields where small enterprises work the
expenditure on R& D are in a far lower degreee
affected by the absence of patent protection than

in the fields of pharmacesuticals, crop chemicals,
special industrial chemicals, heavy industrial plant
‘and automotive components. 0f course this may be
owing to the fact that the smaller firms literally
have no R & D expenditure at all. On the other hand
ocne should think that if a firm has just some R & D
expenditure it would be more strongly connectad with
the obtaining of a few exclusive rights. The grzatesct
problem of the "middle-class" of European industry
appears to be lacking consciousness of the utiliza-
tion of the technical information contained in the
patent literature. Thus the newest studias show thaz
only 25% of the enterprises emplcying less than 3

persons look for information through the patsant
1)

literature, in the research phase aven only 10%.°
If only the above-mentioned facts are taken into cen-
sideration in the evaluaticn of the advantaces of a
novelty grace period, the intrcduction of such a
modification of the concept of absolute novelty and
the general publication of patent applicacions 18
months after the filing date connected with it would
only further complicate the possibilities of these
enterprises to form a realiable picture of the state
of the art at a given time, all the mor= so as
assessad that 90-95% of the knowledge contained in
patent publications soclely exists there and

not coexisting with them in common scientific and

technical periodicals.lj)

b. The need of the small and medium-sized firms

for
a novelty grace period is latest seen justified with



the statement that,. as opposed to the big enterprises,
they ar= not able to take a comprehensive view of
the new products and new methods of manufacturs wi:ﬁ-
cut in doing so abandoning part of their own inven- M
tlen-LS} It is correct that the medium-sized aencer-
prises do not have R & D departments. It is alsc
correct that they do net have the pessibility to keep
the work on an invention within a closed department
or section tc the same extent as the big firms.
‘Used as a justification of a need of a neoveliy gr-=
period, the argument is, however, false. The argument
can justify an easier access to the patant litarature,
perhaps established by the authcries and o
the purchase of expert knowledge of acw to fiad the
part of the patent literature which (s rslsvant <o
the technical field of the individual firm and of
expert knowledge of haw o r=ad and to estimata =ze
oy
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documents from a patent peint of viaw,
knowledge in gquestion is to se fcund wichia the gartant
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authoritias, and during rescent
have systematized the granting ef such technclcgical
z T
national patent cffices in the futurs, zossi
replacing documentation departments within the Iirams

information service as par+e of the act=ivizies o

themselves.,

Owing to the lack cf cwn R & D department tie small -

and medium=-sized entergrises particularly need o c==

assistance with constructicn or delivery of xacw-now
o]

18) The asse

from third persons. n e
ticn is the necessity to test the invention. furcher

prior tc the filing of a patant agplication, :zae
2 .

showing of the invention to potantial licsncses and
the finishing of particular parts fcr a grcototyse,
all being instances at which a third zerson must de

s
involved in a sphere of confidence. Stating that
these circumstances by themselves shculd rander a
novelty grace period necessary is a point of viaw
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which in some degree fails to see that in those cases
where an oral or written agreement about exchange of
ideas of inventions for the receipt of know-how must
exist, both contracting parties have a commen interess
in secrecy. Tomany testings it will apply that the inven-
tions being tested are unfinished and therefore cannot
be copied yet. The situation of an invention being in
preparation and having to be shown to a third person
does not necessarily imply that the invention has beer
made available to the public and with that has lost
-its novelty. The problem to the inventor will rather
be that the third person takes possession cof the
invention and files a patent application before the

inventor dces. Such conflicts cannot be set

right by
a novelty grace provision. The legal system rather
has to induce a prompt £iling and with that securing

of evidence. That does not exclude that thers may te
cause to contemplate a more flaxible systam Of going
throcugh with a claim of assignment of the right =o
the grant of the patent. Add to this that L1f the
taking pcssession of the inventicon and the subseguent
filing of a patent applicaticon or publicztion of :the
invention by & third person, prior to the Iiling made
by the inventor, are manifestations of evident abuse,
such acts are coverad by the national provisions
corresponding to Art. 4(4)(a) of the Strasbourg Con
venticn. Then the problem is reduced to the gueszticn
whether these provisions are suitable, <¢i:. on this

below.

A.3. Research Workers

a., The importance of research to the further develop-~
ment of society is well-known. Prior to an evaluation
of the gquestion if the specific circumstances and
conditions of research prove a need of a novelty
grace pericd in the patent l=gislation its social
position within the technological innovation is to¢

be clarified.



Research takes place both within the private framework /o
and within the public framework. Withiz the public
sector research is carried out partly at universisziss
and institutes of higher education, gértly inside .
other public instituticns. In Italy and the Nether-
_landslg) the total expenses Ior research distribute
themselves as follows: one half is used within the
‘private firms and the institutes connectsd with them,
the other half distribute itself fairly aven between
instituticons of higher eaducation and cther public
-institutions. In Denmark the picture is almost the same.
In France and Germany private industry accounts for 68
and 65% respectively, but the distributicn between the
twe main groups of the public sector in general is
_even like in the other countries. Cn average the
public appropriations in the EEC Member Countries
towards research in the 1370'es made up approximatély
13 of the gross naticnal product. In the whole of the
Common Market countries the public expenses Ior mili-
tary research amounted to 25% of the total public expenses
for research. The total expenses of the privats indus:t:cvy
and the Stata for research and development in 1877
made up 1,8% of the gross national preducs in Trance,
2,1% in Germany, 2,0% in the Netherlands and 1,0% in
Denmark. In the same year the public apprepriations
accounted for 1,06%, 1,07%, 0,99% and Q0,68L% r=- :
spectively in the countries in guesticn.

It could be tried to classify the axpenses for
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rasearcn referred =0 above into a-.-number o

of research, for instance natural scisnce, medicine
and technical science, and afterwards it could be
ried via the iaternaticnal patent classificazion =o

measure the intensity of patenting withia 2ach of
the fields. From the availadls figur=s, acwever,

any marked congruence cananot be demcnstratad indica-
ting that the research results in applying Ior gatant
protaction. However, within =he s=chnical fie

which it is knewn that many enterprises have con-
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siderable expenses for research and devélopment, the
research effort results ina high activity of patent-
ing. This corresponds with the opinion of the branches
of pri\}ate industry on the question towhich extent the
possibility of achieving patent protection can be
considered to influence the R & D expenditure. Thus

a studyZO) has shown that the areas substantially
affected were pharmaceuticals, in which it was judged
that approximately two-thirds of R & D was so depen-
dent, and other finished and speciality chemicals,

.in which about a gquarter of R & D was dependent on
patents. By contrast, basic chemicals, plant, machine-
ry and equipment and ccmponents and materials were
thought to be only marginally affected and electrical

engineering hardly at all.

b. The conditions of carryving out research diffzrs

a lot depending on whether it takes place in the
anterprises or in the public sector. Within the lazter
framework the surroundings are open - especially in the
case of the part (one half) which is closely bcundup witch
education as it is carrisd out at universites and in
other institutes of higher aducation. Inside the
individual firms and mutually among them a high
degree of secrecy exists. This is due to the fact
that as regards research within the public sectcr in
the fields of the exact sciences a considerable
proportion is to be characterized as basic research,
whereas research and development in private industry

is more oriented towards use and products.

The opinion has peen advanced that the research may
be strengthened by enclosing scientific research
achievements in the patent protecticn - not only by
an extension of the definition of che patentable inven-
tions to cover such achievements, but also by intrcducing
a8 novelty grace period - preferably universally

21)

recognized. The concept of absclute novelty is

mentioned to be unbearable to scientists. 3oth the



rasearch and its practitioners perscnally ané the
general public nave an important intesrest ia having
new knowledge published as socen as possibla. Therefors
a novelty grace peried is necessary in crédar &o avci&
losing the gcssibility'oi'later'paienting. A
The concepts "rasearch" and "research workers" are
usad in the argumentaticon in favour of a ncvelty

grace period without a mcre precise cdefining. It is
true that the process of innovaticon is divided up in
.rasearch, development and use, and "rasearch" covers
both basic research and applied research.ZZ) 3ut
neither the scientific cogniticns nor the cognit zions
easily applied are gatentable, according to presentc
law; as they lack industrial applicability. Zven L2
they were imagined to be patentable iaventions, ‘
separatély viewed, this does not call ZIcr tle neces-
sity of a novelty grace period to the benefit cf the
pricr discleosure by the research workar nimsel:l.

In this ceonnecticn the distinction between a disccvarwy

o)
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and an invention must ze borne in minéd and =hat =
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exclusive right of the invention in =he form of

¥
o

rights limited in time is not principally meant

pay the sciantific cogniticn. Summing up, the =we

23)

concepts may pe defined as follows: Disccverias

T

nitherto unkacwn, su=z

[ 2 1)

are findings ¢r cognicicns ¢
objective regularities, sifsctiva cohesicns, cha-
racters or occurrences already present in naturs.
ventions, on the other hand, ars tie purpcse-<i-
rected sclutions to a particular proslam by cTechnical
means. An iavention contains an -instruction to a2
change or an influence ©f natur=2 and l=2ads co the

satisfaction of a scocial need. Patant law pretacts

the transformation of the scizntific cognitcicn to
technical products and orocesses which a:e'54scept-:le

of industrial applicaticon. The exclusive right limizsd

in time is meant to safaguard and en cour=ce the
Susiness and commercial efforss on which =2.g. the
extensive use of the product in society is depending.
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The last-named aspect plays an essential part, and in
its absence the patent owner's benefit of his patsnt
may be spoiled - irrespective of the original, usetul

scientific cognition and the later usable invention.

When evaluating the needs of the research workers,
their connection with and importance to the patent
system, it must be borne in mind that a substantial

part of the research is basic research. As far as

] -

that part is concerned there is general agrsement in

-the western part of the world to date that basic

research shall be common property and shall not
justify exclusive rights of a certain duration. Frcm
a historical point of visw this understanding is
probably connected with the fact that basic resesarch
demands immensely heavy expenses and conseguently it
is most often carried cut within the framework of
the public authorities. Mcreover, this understanding
is probably connectad wi<h the fact that sxclusive

rights in this relation would totally paralyse growtn

by basic research normally do nct exclucde the possi-
bility of later patenting as the applicaticn of the
new cognition has then been transformed inte an
invention. The invention has of course to iavelve an
inventive step, having regard to the state of the art,
out normally this requirement is satisfied oy the
very transformation into usable technology. In the
few cases wher= it is arguable that a scientiiic
article containing basic research discleoses actual
technology, and where it is thus difficult %o show the
necessary inventive step of the invention Zcor wnich
a patent is apolied for later in relation to the
prior publication, still the pecssibility of getting
a patent for a way of carrying out the invention

is offered. A patent of this kind may give

guite a good prctection in relation to third persons.
The anticipatory publications made by other parts

of the research circles must be of minor importance,
cf. above. Studies have shown that 90-95% cf



the taechnical knowladge contained in patent
specifications exists cnly theres and is sarlisr
published there tham in the technical pericdicals.

- The novelty grace provision existing in Germanvy
until 1980 was limited to 6 months, whersas the WIPC
Model Law foresees a limit of one year. None of these
provisions appear tc be able te satifv the allagad
need of the rasearch having in mind that mosc
Erequently ccnsiderably more than 12 montas have zao
pass from the scientific basic cogniticn to its

transfer inte an industrial applicable iavention fer

"

which a patent can applied for.

General social considerations fcr cartain groups ot
persons, €.g. research wcrkers, do net in themsalvas

seem =0 document that the anccuracemen ci ra2search,
develcopment of new preducts and innovaticn is
favourably influenced by a novelty grace pericd in
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& very high degree. Other factors appear =0
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greater axtent to ce crucial to the L=2chnclceci
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development, notably an axtanded usa of the
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literature and a changed structurs o the inad
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netween publicly financed research and the

3. Qbstecktive Circumstances

B.1l. The Problam of Ta2sting the Iawvanticn

- s

-

In principle, =ne need of tasting an iavention is
the same for any inventor. Ecwever, in practice

differsnces a2xist as regards the

The admissicn of testing without loss of the acvalzIvy
cf the invention is depending cn cthe detailad intsr-
pretaticon of the concept "made available to zthe
public". The character of the inventicon plays an
@ssential rdle in this connecticn. Processes per se
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are easier to hide, certain inventions like for
instance crane constructions and wind surfers cannot
very well be tested secretly and at the same time
under realistic circumstances. In general it applies
that the more narrow the concept "made available to
the public" is interpreted, the less is the need of
a novelty grace provision. If the acts allowed in
connection with the testing of the invention - with-
ocut loss of novelty - correspond to the acts needed
in practical life, the problem of the orior publica-
tion and use by the inventor constituting a novelty

bar is marginal.

When arguing in favour of the need of a novelt:
sz) that the absclute

3

grace period it 1s state
névelty criterion does not leave the private inventcr
sufficient possibility of testing and presentation.
Besides, it is emphasized that a novelty grace pericd
i1s reasonable because cases exist whers a prasenta-
tion and a testing not only discloses the technical

advantages, but alsc the economic value of zThe
invention. So the testing may influence the decision
whether it makes sense at all to fils a paten:

applicaticn.zs)

The concept "made available to the public" is normall
understood to mean that the invention has been described ¢
used in a way making it possible to a larger or indefinizte
number of pecple to learn about it wheraby a person
skilled in the art may be able to work the inventicon.
In case of presentation and testing, the recognizsd
modifications of the raquirement of abselute novelcy arsa
of particular interest, i.e. the aspect that an inven-
tion has not been made available to the pudblic when

it was only made available to a number of perscns

having special relations to the iaventor or zh

patent applicant even 1f the number as such be
indefinite. The special relaticns exist when the
invention has been disclosed only to the collabora-

tors of the inventor, the employees in the entsrgprise



where the testing is carrisd out, or Lo svecific
persons to whom the ianventor may turna with a viaw =o
selling and finmanciag the invention. Normally in sﬁqh
cases the inventor, tacitly or explicitly, has impcsad
an obligaticm of secrecy upen the persens iavelved.

Testings and experiments are particularly proslamatic
when the invention concerns such mechanical units whose
censtruction and application at cnce make themsalves
known through cordinary observation and phetographing,
2.g. a snow plcugh or a crane constructicn. Ea2re i
‘nature of the invention implies that it mav cecome
cbvious to persons without any special rslations te the
inventor who witness the experiment uniatanticnally

or deliberately. When evaluating the need of a ncval:ty
grace period it must be peinted cut that these inven-

tions form a very modest part of all iaventions, and
that a2 somewhnat narrcwer ruls might be adegquate. Lacgal
' 27}

o}
L)
"
l-‘
1
n

usage in France and in the Scandinavian ccu
has thus established that such disclosures dc act con-
titute a bar to novelty given twe conditions.
when it is got too auch troursls =o take staps to pra-
vent or to limit the cpportunity of the gublic =

lsarn about the construction in guestion, tlhat Ihe
inventor notoricusly takes such steps. Secondly, thac
the testing is not carriad out Zor a lcnger gericd
of time or to a larger extent than reascnabla navic

ragard to the naturs cf the inventicn.

The presence of the mentioned cendicicns ia crisr
avoid public experiments and tests la2adling
loss of the novelty cf the iavention is a matler ci
evidence, and a concrete judgement nas I3
in each individual case. Wnen it is maiazzined in
Germany that s was a bdad idea =c abclish the novelszy
grace provision of the former aAct, Sec. 2, 2aé sen-
tence, and this peoint of viaw i{s mocivazad 2y saying
that practical lifs is not offared suificianc
chances..¢ef testing inventions, it aas o]
mind that the concept "made available <o the public
o i

under 2 system of a novelty grace

e
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becomes more harshly managed. The view will be that
the novelty grace periocd is exactly meant to allow
for such considerations and there will be no reason
to interpret the provision and its time limit more
widely. The reflecticn of the patent authorities and
the courts will be that the legislator has made up
his mind about the problems of testing versus novelty.
It is still too early to decide whether the fact
that a novelty grace period no longer exists in
Germany has resulted in the courts ncow accepting mors
.acts as experiments and the like not implying zhat
the invention has been made available to the public.

Still an aspect has to be taken into consideraticn.
As long as a novelty grace provision providing for a
time limit - be it of 6 or 12 months, or whatever
one could.imagine - the gquestion will continue to

exist which acts of descripticn or of use ars con-

1]

sidered to imply that the invention has been mad
o

I

available to the public. It is only 2 cuestiocn

A
0
i

moving the problem for instance 6 or 12 months.
will the menticned difficulties of avidence ze
reamoved. In this connecticon reference may 2@ made

to the doctrine of experimental use in American law
as a limitatiocn of the grace pericd in Sec. 102(2).

The conclusion of the deliberations contained in
this part is that it might be contemplatad tc
ment the abuse clause of Art. 4(4)(a) of the Stras-
bourg Convention with an explicit prevision allcwing
some testings, provided certain specified steps have
been taken and provided that a patent is applied ZIor
within certain time limits. 3y that a certain

ngs

[

security would be created making necessary tasct
safe. However, it must be admittad that such an
initiative will neither change the need of a concrate
judgement of the individual case, nor the fact that
_to the inventor the outcome is depending on the
extent to which he has secured evidence for himself.



When evaluating which sxperiments and testiags de
lege fersnda ocught to he alleowed witiiout lcss of the
novelty of the invention, 2 distinction has tc bde
made between trials of actually rsady devaloped .
technical teachings and trials the purpese of which

. . , . , . 23
is o find our the tsachings of the technical ac=.* )

In the part belcow a further account is given of the
doctrine about the finished inventicn.

B.2. The Doctrine of the Finishine ¢f Iaventions

r

A number of circumstances have been referrad fo in
support.cf the view that the_requirement ¢ assolute

-

novelty in prasent legislation ought =0 be medifiad
By a novelty grace pericd. However, Gthese circum-
stances were never up till now relatad to, and oy
that, correctad wisth regard to the doctrine ¢f the
finishing of inventions. The doczrine ¢i the
£ pplles 2cta o

)=

inventicon has two aspects as

(a0

the definition of the concept

0 O

h
(1N
o]
]
.4

the detsrmination of tihe ar=a

-

ding the patentapility of the iavent:

The arguments in favour of the necessity <of havi
novelty grace period nave ceen zhe follcewing: Qizan
the inventor does not know that ne nas made an iaven-
tion, that, without 2 grace peried, the inventors

have %o file patent aprplicaticns ceiag suraly scecu--
lative and without the negessary ==sting and ma
of the invention if they do nct want tc run any risk,

that hasty patent applications are dangercus for th
applicant whe is fcorced cov an insufficiesnt disclcsura
ards. A

to file further apgplications shortly afzarw
chain of events like this would inecr

s
the first apvlication being anticizazery w0 =he latsr
i

more elaborated application (self colli

An inventicn is not finished and ready for the cgra
Qf a patent till a person skillsd in the art is aplise

Nny
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to perform the teachings according to the specifica-
tions of the inventor. The inventor must have disclosed
the causality between the means used and the affect
aimed at. There must be concrete teachings of technical
conduct which can be performed and objectively has
been disclosed to the person skilled in the arct.
However, it 1s not necessary that the invention has
been translated into action, nor that there is a
construction ready for sale. Still the inventor must
have wanted the technical effect consciously.

A general idea of the solution to a problem does not
constitute a finished invention, just as a correspon-
ding specification of a process is only ccnsicerad
to be finished teachings of technical action when it
has been tried out and it is proved that it is
possible to implement them. An invention is-.not
finished till it has left the experimental g
e

If its functional feasibility has not been

o

0w
ot
w

ct
H
-

d
! s

out, it 1s not ready for patenting, but thi

n
'
1))

t
-
o]
[Xe]

.
.

(=

._4
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o
-

dces not presuppcse actual industrial applica

[

it
=4

ot
by
N
1]

as normally laboratory experiments and e
suffice. On the other hand, particular 2xperiments
are not required when the still missing ccgniticn

can be achieved straight away through experiments
29)

by the person skilled in the art. The same appli=ss
when further experiments only serve to make the
invention ready for manufacture or mors fit for

marketing at a commercial level.

The other side of the picture in ralaticon to
doctrine about the finished invention is the question
what 1s considersd anticipatory in ralatio
finished invention for which a patant is appliad
As anticipation can be considered only that, wiiich
according to the state of the art covers the finished
invention. As regards scientific opbservations about 2
recently acknowledged phenomenon, they only constituts
a bar to noveltv in accordance with present law if

they contain specificaticons of practical presenta-



ticns or propesals for improvement which can be
carried out by the perscn skilled in the art.
Suggestions in for instance a scisntific articls o'i.
' possible connections with for instance other chamical

compounds without further documentation or medels cf
soclutions do not constitute anticipations.

A desire to have a novelty grace period for =he
benefit of the inventor's own pricr disclcecsurs
increases, the wider the spectrum of anticipacicn is
-considered by the application of cthe law. The lazge
demands of complete eguivalence theres ars made ©o
censider the state of the art as anticipatory, the
more latitude is left for sxperiments and publiczsieon
of preliminary deliberations witihcut the need of a
novelty gracs provision.

In principle, all inventors will benefiz Ircom ths
reducticn of the need of 2 novelty grace period
embodied in the docrtrine about Zinishing iavenc:icons.
Howaver, it must be admitted that citén the o1

prises have the advantage that they ars zapls
the periced of time guite short setwaen the Dirzh
the inventive idea and the existence of an invenzizn
ready for patenting as, if necessary, they can dirfzcs
their tigger manpcwer to the iandispensakls zasctiags
of a single inventicon. 3ut then it must be stressed
that occasionally the decision-making processes in

n Tav

o))
0O

the big enterprises can be complicaze

whi
a2

nta

m

¥

give the small Zirms an initial adv

From several anglss hasty patent applications not
being of the desirable guality have tesn cconjursdé up
as a conseguence of a patent systam witlicut & novally
grace period. Such applications will cause dis-
appointment <o applicants, lagal iasecuricty Lo zhizd
persens and it may be added a slcw andé costly prege-
dure in the patent offices and 2he courts. On the
other hand the impor+tance of this conseguence is

1

reduced to the a2x%tent that the gatant systam allows

120
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amendments of patent applications alrsady filed.

As considerable, legal effects are attached to the
filing date (priority date) of a patent applicaticn,
the patent legislation of many countriss expressly
regulates the right to amend an application after
this day and at the various, later procedural s:tages.
Below an account is given of the amendments typically
allowed pursuant to "Zuropean" patent law. Moresover

it is endeavoured to evaluate the extent %o which
‘the permitted amendments render the need cf a novelcy
grace period superflucus, or minimize it, kaeping

in mind the desirability of patent applications being

as ccmplete as possible already at the datscf filing.

Art. 123(2) of the Zuropean Patent Convention
expresses the general attitude of the naticnal laws:
A patent application or a patant may not be amendsd

in such a way that it contains ubjact-mattar which

]

xtands beyond the content cf the application as
1
6 further regulates at which stages of the orocedursa

(0
(o N

. As to the European procedure for grani Ruls
g

™
e

(0]

amendments are permitted. The last-named provisions
like those of the naticnal laws are laid down :in
order to be able to effect a rational procedurs, i.=2.

search and examination, in the patsnt offices.

cl
o
m

Any amendment must not add subject-matter- o

w
cl
vy
(0]
(g

content of the application as filad, it mu
itself cause the application as amended o be
objectionable under the Convention, e.g. introduce
Oobscurity, and it must not result in .claims fcor an
invention or inventions neot forming unity with the
invention or inventions criginally claimed. Two ccn-
ditions are decisive of the guestion whether an
amendment 1is allowable: (1) Art. 82 of the Eurcpean
Patent Convention and of the corresponding national
patent laws of the Common Market and c¢f the ramaining
Eurcpe narmonized with the Conventicn prescribdes

that an applicaticn shall relate to one invention



enly or to a group of inventions so linkad as =o form
a single general inventive concept. and {2) amend-
ments must not extend beyond the centsnt cf zhe
applicaticon as orzg;nally £iled and must net rasulé
in the skillad person being presented with infcorma-
tion which is not directly or unampigously derivaple
from that previously presented oy the applicazicn.
dere the consideration is that a thizd persen must

. be able to determine what he may set about manufac-
turing without infringiag any later gazan:t righe

" that may arise.

In general it appliaes that the descripticn and

drawings of a patent application may z2e amendad o
a larger extent than the claims. As a ruls the iatro-

duction of further examples deoes not iaply lack of

~

unity or an unallowapls axtensicn Seyoné the contant
of the application as filed. The same zgpliss zc zhs
introduction ¢of statements of advantages oI the invan-

™
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tion and to the iatroduction o
ragarding prior art ich is relsvant. I sarciculzr,
the less experienced ppllﬂant mayv ntesd zhat zsessizi-
lizy. Amencdments cf =he description mayv z2 made Icr
purposes of clarification or ccorracticn. Tvmically,
nowever, they ar2 mads in order o adjust i
description to the new or amendad claims caused v
the search and the examinacion ¢ the gacant autho-
rity. Alsc in these cases amendmen=s cr adéizisns
must not be werded in such 2 wav thas :5ey giva zh=2
impressicon that the 2atsnt claims ars zrcadsr cr
cover subject-matter cther than contained ia tne

T
applicaticn as f£iled.

The principal interest is concencratzad con zhe ad-
missibility of amended ¢
of nearly all patent applications ths claims ars

amended one or several times. It is a guestion of
defining and limiting the inventicn in ralazicn =0
the state of =he arz. The probclam is o decide

whether an amendmenz impliss zhat zhe claim adds

)3



122

subject-matter to the content of the application as
filed, and whether the unity of invention-is main-
tained. Decisive of the allowapility of -the amendment
in question is that the application still concerns

the inventive concept of the application as filad.

Amendments relating to reductions cof intervals and
indications of figures may lead to a situation whers
in reality, after an amendment of the claims, the
protection applied for concerns an inventicn not
-.contained in the application as filed. In other caseas
an obvious limitation of the scope of protection 1is
the result. If the amendment concerns a detail which,
admittediy, was disclosed in the description or
drawing originally filed, but which was not present=d
as an inventive feature, or which does nct determin=z
the obtaining of any new technical effect, and 1i:i
that amendment is made the subject of a catant claim,
usually the amendment is considerad to be indepe
of the original invention. The same may arply in
connecticn with generalizaticns, for iastanc a
from a particular wav of carrying out the iaventicn

to a principle.

The above leaves the impression that only very limizad
possibilities of amending a patent épplication oncs
filed exist. However, in practical life when the
unexperienced applicant files only a drawing, or a
drawing and a brief descripticn, quite r=zascnablz
possibilities do exist of drawing up a ncrmal descrio-
tion complete with claims. In such cases the border-

-

line between amendments allcwed and those not-allowe

[N

is depending on whether the matter is implicit %o a
person skillad in the art in what was indicatad as the
inventive concept of the documents originally £iled.
Alterations of the categcries of claims are likewise

allowable if a technical dependence exists and it

appears from the application as filed.
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In scome Commeon Markat countries the ordinary crevi- 7

sions about the allowability of amendments <of a
patent applicaticn already filed are supplamentsa
by certain special rules rendering it possiktla to

file yet an application for a further davelcpment .
cf the invention for which a patent 2arliar has been
épplied for, without the effect that the earlier
application excludes the grant of a satant. Here it is
thought of the still existing pessibility of getting
a patent of additicn in Germany in spite of che

fu

- 2Xxtensive harmonization with the Zurcrean Fatant
Convention. Patents of additicn can be granted for.
the protection @f improvements or further devalcp-
ments of an other inventicon protacted by a patent,
cf. Sec. 16 of the German Patents Act. Ia Denmark
like in the other Nordic countrias the system of

patents of addition was abolished in 12373 in cconnec-
ticen with the harmeonization with the Zuropean 2azanc

Convention and the Community Patent Csnvention. (Cn
the other hand the special institute of pestdating
the filing date has been maintained in the Danish
legislation. Hcwever, in such cases the filing Zaza2
of an application under csrtain ccnc;:;cns Tay

a
-
O
-
'

pe postpconed without the {iling of 2 new apr

ction.)

To patant applicants who need <o amend
apelication already filed tao a la
Pessible, still a meres elegant solus
Since the harmonizaticn of the EZurcopean ca
with the Zuropean Patent Conventicn and the Patsan
Cooperation Treaty in the end of the 1370'2s a

oessinilicy of claiming priocrity from a gatan

application filed l2ss than 12 montls sarlisr i
same country, tle sco-called "incernal pricrisy” axiscs.
Thereby the f£iling date of the first applicaczicn
ramains decisive in determining novelty and at the
same time it is avoided %that %the pricr application

is prejudicial zo the later application. Morsovar,
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the applicant doces not need to continue the examina-
tion of the application the priority of whose date
of filing is claimed.

This innovation in patant law offers a pateni appli-
cant good chances if he is gaining new experisnces
through his continued work at his invention after
filing of his patent application. New experiences

may be made the object of an application for & patent
retaining the priority of the earlier agplication,
-even without the necessity of delimiting the applica-
tion in relation to the earlier application. Further-
more, it i1s possible now to write claims stating the
characterizing features which only formed part cf

the description or drawing of the earlier applicaticn

but still have tecome part of the state cf ths art.

The rule about claiming an
be compared with a novelty
the characteristics of the
diately
fee has to be paid twice.

- by
weld

e mcst conspicuc
assential disadvantage of

i.e. 'the legal insecurity

invention, is avoided. It
novelty of the invention,
grace periocd, is lost by m
able to the public prior t
application. That cannot b

the applicant observes thi

of invoking a right of priority from an earli

tion filed in the same cou
latitude

protection of a further

also in time
de
Experiments can also be ma
testing. However, new tech
go beyond the content of t
not be covered by this pri

such cases as a rule a new

internal priority cannot
grace periocd. A number of
ilater is missing, imme-

us featur=s i1s that a

Cn the other hand, the

the ncvelty grace pericd,

as to the dating <¢f the

must e admitted that the

without a real novelty

aking the invention avail-

o the filing of the I:irsz

e repaired lat=sr. 2uz, if

s principle the pessibiiicy
er applica-

ntry allows-him a certain

for applying for gatent

velopment of the invention.

de for purpose of

nical sclutions which

-
i
-

irst application will

he
ority date, but then in

invention has been made.



2.3. The Doctrine of Fast Dissemination of Information

Tachnolegical progress is promeoted by fast disse--
mination of the newest tachnical knowladge. Pushed
te its logical conclusion this speaks in favour of
the earliest possible disclesure, which means thac
the law ought to allow the ianventor te disclose
his ianventicn long before the £iling of a patent
applicatiecn.
However, it cught to be pointed cut that tie Iorm
and the distribution of the discleosure is of very
reat impertance. To the public the 2asy and reliablas
access to the state of the art plavs an impertant
rdle. When a subject-matter forms part cf the stacs

u
tion or use, this is more hiddan. to thea gensral
public, for cne thing because that zart of tia
of the art is more difficult to beccme acguainzad
with, and it has no pracise dating like the one wnich
is made at the filing of a patsnat applicaticn wizh

a description and claims. In ccm
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articles in periodicals and the iavantor's gricr
publicaticn or prior use, tle gatsnt litaracurs is

far mors 2asily available ¢n account oI the classiii-
caticn according to the internaticnal classifilcation
systam and the standardized Zform of the publicacicns.

Frundamentally the publicaticn in patent law is

()]
l—d
<

corralated with the gquid pro cue of Sccisty, nam

-

the patent protection. It must be admicted that all

the necessary knewledge for the working of the inven-

tion need not necessarily te 2mzodied in the 2atanc
document and that the publication also se s
gcurposes. Taken as a wheole, the func=tien” of =h
Publication is (l) to supply zthe public with a

precise and compreshensive view oOf the newest staze

126
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of the art, (2) to provide the necessary infiormation
and stimulation to continued develcpment on the nasi:
of patented inventions, (3) to refsr those interestac
in exploiting an invention to the owner of the
patent, and (4) to give the competing industry a
clear picture of the existence and the scope c<f
exclusive rights.

The inventor's possible prior disclosure in rslation
to a third person becomes part of the statz of the
art and in this connection, of ccurse, the 18 montins-
publication of the inventor's patent appolication will
appear with a certain delay compared to the pricr
disclosure. In the case of showing consideraticn for
the competing industry,. it is maintained cn the one

1)

side that having the 13 mecnths delay of publica-

tion competitors can never be sure whether 2 patent

application nas been filed, and that thersicrz 2
furcher pericd of uncertainty of possipoly 6 mentas
is of nc importance. Cpponants of & novelty cgracs
pericd will say that in order tc consider the n2eds
of competitors it 1s necessary that they Xnow 2

.—-4
(1}

-
R

n

guickly as altogether possi
to the state of the art and thu
Both points of view ares squallv right and equ
insufficient. However, tihe a
dating) is not the only decisive one, when si
consideration for a third perscn, as '

publication, as alresady mentioned, is ci o
intersst and in practice may 2e the mcst imporsancz.

P

It is hardly realistic to assume that the sc-callad
‘Nn

-—

"monstrous flcod of information materi

a
18 menths publications maxke up 1s golng to

- 32) ., o ) . . : -
drastically through the (rz-)introduction ci a
novelty grace period. and at an:

t\:
a1
f
r
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r
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n
view is of less importance comd
increased legal security oduilt

£ile system.



This is to be related to the fact that Z millions
technical articles are yearly published in 60.000
periodicals in 63 languages. Yaarly !l million gzas
documents are published, and all cver the world
400.000 patents in total are issued vearly. aAdd <o
this that studies have shown that 90-35% of the
technical knowledge contained in patent documents
ocnly appears there, and not at the same time in the
scientific-technical litarature, and that the zatanz
literature is more topical. Nething indicatas thac
"a universal novelty grace pericd will guarantsze a
more fast and effective disseminaticn of tachnica

‘_4

informaticon, much l2ss make it more clsar aandé sasier
to fellow to the enterprises. In this connecticn &
must be remembered that the novelty grace srovis
of the various countries up to the prasent do act
only protect written publicaticn, =2ven cral dis-

closure in cthe form cf e.g. & lacture is covarad,
including use ¢f the invention.

The réle of the patsnt dccuments as & 3ourca oI

“achnical informacicn is =2ss

] T3, which
none of the other scurces of information 2as. THe

fact zhat consideraple par<ts cof industrv in spizs of
this supply themselves wizh iaformacticn abcut the
echinoclogical develcpment axclusively oy means ol
chnical periodicals, conversaci j
icipation in fairs =te.

ma
-’
s

m

ar<e c

uppertT Qf the idea cthat 2 novalzv gr
the practical needs of allowi o

witicut running the risk of 1
the lavention for which a patsnc is applisd Icr act
antil lazer. In stead of iatroducing a acvelcoy grace
period aducation andé informacior

cf patent litcsraturs weuld nave a

and crsats security when anzarpris
informed about the newest z2chnol

attention of the enterprises can be drawn SO zihe

123
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fact that magazines and periodicals can be resad with
a view to getting information about the development,
but that the legal documents are to be fcundéd in the
patent literature.

33) that the missing novelty grace

When it is stated
period is felt like a great handicap to the research
workers as in general they strive after dissemina-

a
tion of new knowledge as extansive, as far-reaching
e

Ab

and as fast as possible, it 1s to som Xtent over-

- locked that a pure first-to-file systam as such

(43

.2

o
I3

invites a fast dissemination. This is due to
fact that inventors will be more inclined to discuss
their inventicns after the filing of a patent apolica-
tion because the priorityv has been safeguarded and
is entirely determined on the basis of the filing

date.

Having a regquirement of absoclute novelty makes it

rt
fu
b
‘»~J

desirable to future possesscrs of a right that
existing kncwledge is spread as Zast as possisble in
order to make it possible to them to #taks it into

-

consideration before the filing of a patant applica-

tion. If these facts are viewed separately thevy
speak in favour of a legal system which - withoust
having to await the elaboration and £ili

i o
patent application - allcows an immediate publicity

of an invention without any lecss of right

n
JJ
wn
o1
o

possibility of the.patant aucthorities of a methodical
examination of the state of the art is limited o
written information contained in patent documents

and periodical literature, a strong patent protection
can oe granted only if the patent system encourages
soon f£iling of a patent application. Besides, it is
not asking toco much of a lawfull owner who wants =o
protect nis right to fix his intellectual achiesve-
ments on a piece of paper in the form of a patent
application. Even with & novelty grace pericd for

inventions described in a printed publication 2rior
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to the filing date that will be necessary.

Formerly, when patent literature in a2 mcdernn sense
did not exist, and even less on-line connecticon wiszid
data banks covering other zachnical litzsratursa, &tie .
fast dissemination of information was made -y dis-
playing new inventions at exhibitions. When their
aumber increased in the middle of the last centurvy,
the very missing protection of inventions, cr=atisns
and distinctive marks was instrumental in briaging

- about the creaticn of the Paris Conventicon in 1383. .
There was a need of a temporary protacticn in :ihe
country in which the exhibition was neld, and in«ény
other country as a compensaticon for tie loss of
novelty and for the risk of a third persen's cepviag
cr infringement of the exhibited ilaventicns cor
designs. Due to the nature of the sxhiiziticons an
internaticonal rule was necsessary, and ia fact aAr=.
11l ¢f the Paris Cenvention was among z=he original L3

articles,

to day, other possibilitiss of datiang and salzs-
guarding rights exist. Therafdrs the need oI g:énti“g
2 tamporary protacticon at 2xain ct

same and as a matzTar of Jact such srotacticn L3

claimed only very rarsly in practice.

3.4. Fast Initciaticn of a Froducztian

A novelty grace period makas i1t 2¢ssitla to initiats
a producticn without first naviag zo Zil2 a gatent

aprlicaticn in order to sacure the rights
invention. Not only the consumers and Sccistv in

general benefit frem a sreduct going into gproducticn
andé peing marketad but also the iaveazor. Z= s deing
PUt in 2 position to ccllect scme cf zhe mcaey na nas

spent on the develcpment of tihe iaventicn, ané he gets



-It may be true - in so far as the application and

17f
an opportunity to experisnce the attitude of the

public to the new product or the new process, and

possibly make certain imprcvements of the inventicn.

Furthermore, a novelty grace ceriod and the later
term of a patent taken together improve the chances
of the legal period of protecticn covering the actual
production, marketing and the period in which the
market needs and takes an interest in the new product.

-

product oriented research is at stake - that the con-
cept of absolute novelty without a modifyving novelty
grace period forces a research worker not to publish
a research achievement until he or the dirscticn of
his institute has decided on the =2ccnomic r
of the research achievement 4) and iz cesi;ad a

patent applicaticn has been filecd.

The reascn, however, why a (re-)intrcducticn ci 2

novelty grace period cannot pe motivatad tv cthe ad-
vantages cf the bossib lity of 2 fast initl
a production is that in practical lifes a3 de
importance cannot be assigned to the abcove

tions - although they are ccrrect in grinciple.

The practical circumstances will be that initiation
of a production with the subsequent sale %o a
clientels is not possible until lcng after the
finishing of the invention. Compreshans

recedes, including partly the establishing

‘o

interested circle of buy=ars, partly the tastin

t

g
the product and the choice of the right matsrial occh
r

n

rom a technical and economic point

the elaboraticn and filing of a patent application

nave peen made much earliiar, namely coincident or in

connecticn with the elaboration of the first protc

type or model. Here a ncvelty grace periocd of 6 or
D

12 months has no part to play as a judicial prece



promoting fast initiation ef producticn fcr the
benefit of the pubilic.

In discussions about the practicability of the gatant
system it is often peinted cut that the termcf protaection
of twenty years is too short in the case of certain
technical fields. Thus the filing of a patent applica-
tion often takes place 5-6 years befcre a real mass
producticn can start. No complaint is aeard to rths
affect that filing of a patent application must bde

- made almest as early as possible. This is due o z:ze
fact that by the filing of the patent application the
competing industry in goed time is given the notics
that the applicant is working at a given invention
which will gao intc preduction and be offer=é for

sale later. Hereby an eccnemic vaste is avcided o
scme extent as several cthers do nct "make the same

inventicn".

The above-menticned actual circumstancss - aven undar
a system of a acvelty grace pericé cf maximum 12
months - l=2ad to the rasult that sven Ln thlcse cases
where no patent application nas zeen Iilad =2ariisr
and that does act happen-until us to 12 monztas zizer
the initiationof a producticn, this gericdé <f zime
will not create the necessary, firm casi
sion be it to give up or to changea zhe gzreduc=icn cr
to apstain frem filing a patens applicacion

tain pushing the sale of a new prcduct is necsssarss
in order to te able %o estimates the nsed and
relevance of the inventicn and whether iz is ore

able to produce iz.

So the conclusion must be that only 2w situaticns

will exist whers 2 novelty gracs period will reall.

permit a socner initiaticn of preduc=ion. In parsti-

cular, such situaticns couldé arise in case <f

manufacture of products of which conly a Za2w 2xamplas
s

are made and by snterprises which 2ave nct zeen
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producing on a larger scale before, for instance

trade enterprises. Or in the cases wher= an isolatad

inventor for the first time is going to offer an

unknown product for sale. In the heavy part of

industry no impcrtance can be attached to a novelty

grace period as regards promotion of fast initiation

of a producticn. This is owing to the fact that a

patent will have been applied for long before in

cases of products manufacturad by mass precducticn.
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Chapter V

Conclusions

1. The account of the develﬁpment’cf zha law anc

of the legal situation in each ¢f the ccuntrisas
(chapter II) and the analytic review of the diffarsnt
cases and arguments (chapter IV) appear claarly =g
prove that the present stata of things is not vary
satisfactery. At the same time it appears tc de dccu-
mented that the right soluticn to the preopblam is nact
the intreduction/raintroduction of a general acvelty
grace period. The introducticn will partly crsats new
problems, inter alia an increased legal uncersainty,
partly only imply a postponement of ticse alresady
existing.

Thus %the corract zhing is tg Zccus on the problams
disclcsed as being r=al and =c trzy to sclve them in
a satisfactory way. In that respecst it i3 notoricus
that an acceptablas legal protaczticn of the iavenzor
does not axist in the cases whera nh2 nseds neln I-om
& third persen in the initial phase, Icr ilnstancs
the development of a prototype, cr in <asas whers e
has to discleose the inventicn in conpecticn witill Ihe
(confidential) negeciaticns or semi-negociations a:i

a contract concerniag the initiaticon of a 2roducticn.
Moresover, it 1s notoricus that in the case of cer=ain
t?pes of inventions a r=al need dces axist of allicwing
testing of the invention to taka place wiziiout less <l
its novelty implving the exclusicn of gatent srotaect-

ion Zor sver.

These problems are not sclved satisfactorily by the

rule prescribing that in conside

invention a disclesurz2 of ths iaventicn mu
i

ragarded if it ocgcurrad no =2arlizr zhan six mentias

preceding the filing of the patant agplicaticon and ii
it was due o, or in cecnseguencs of an avident abuse
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in relation to the applicant or his legal pradecesscr.
Thus doubt exists not only as regards the interpreta-
tion of the concept of "abuse", not so much when the
inventor is innocent in the sense that he has done
everything reasonably required to secure the secrecy
of the invention and the disclosure is unlawful, »ut.
also, and in particular, in those cases - which are
often those of practical life - where he has disclcsac
the invention to a third person for one reascn cr

another ané that person later discloses the inventien.

‘The doubt of interpretation arises especially because

the abuse must be characterizad as evident. The scope
of this qualification gives rise to considerabple
difficulties, inter alia as to whether the abuse must
have a special degrese of improvriety, and if a parti-
cular esvidence of the abuse must exist.

Perhaps these difficulties could te cvercome oy an
interplay between the administraticn and the ccurts
after a certain time in each country as to gatents
with respect to the country in guestion. Howevar, tnhs
uncertainty as regards the detailed contents o the
expressicn "evident abuse" gets a2 serious dimensicn
considering that it shall apply to European patent
applications, often claiming the prioricv of an
earlier national application, and to EZuropean patants
which may later be revoked by the courts in all the

contracting States. This uncertainty may very =2asily
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pravent anterprises and inventors from ap
European patent when it becomes <ncwn to them that

a third person has disclosed the inventicn before.

In some cases the economic loss will be very heavvy.
For instance, that may be the case when nct until

long after the filing of a patent apolication or ths
grant of a patent it is discoverad that a third perscr
has disclosed the invention lass %than six months
before the filing of a patent application.

'-—J
-
%)

So the background to an estimation of the desirab



of having a novelty grace period within the Common -

Market is clear. Partly the legal rasgulation prcv;&ed

by Art. 55 of the Eurcpean Patant Convention,

sponding national provisions ars experianced as not
is a

ArT
4(4) of the Strasbourg Conventicn and the corre-

cffering the necessary certainty. Partly thersa
need of a novelty grace provision, noet as general
as the one earlier inm force in German law covering

any prier disclosure made by the applicant or nis

legal predecesscr, but a provision ccwvering

neotorious need of testing and ¢f incr=ased securizy

the

when negeciating with third persons. Howewvar, 1t must
be added that real security in the lattar situations
can only be achieved in cne way, i.2. oy Ifiling 2
patent application.

2. A relief of chese circumstances may ze fcund

in an elucidating re-formulaticn of the zula ¢ apuse
and in a simultanecus sxtension of the gsresent ruls
SO as to allcw certain cases of tastiag ¢ tle iavan-
tion. Tzking Art. 53(1) of the Zurcpean 2atant Conven
tion as starting poiat 2 prcposal for a new srovisicn
culd have the follewing wordiag:

"For the applicaticn ¢f Arz. 34 a disclcsura ci

the inventicn shall nct ze taken i{asc cecnsiderz-

tion if it occurrad no =arliser zZhan six mcntias
preceding the filing of che European sacsant
applicazion, and if iz )

(a) was effscted bv a person who was uader an
obligaticn vis-a-vis the applicant cr nais
legal precdecsssor to kesp the iavencion
secreat, Or was in consacusnce of an unlawiul
approgriaticen, in th cases provided =zhat
the acplicant and his lacal zr=decessor zad
done all cthat could r=asonapnlv be racuirsd
to keep zhe invention sec¢ret, or

(D) occurred in connecticn with a tastiag o =3s

%%
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invention performed by the inventer or with

Y]

t

nis cconsent, provided that it occurrad only

to an extent considered reasonable in view of

the nature of the invention, and provided tha-

reasonable measures had been taksn to keep the

invention secret, or

(c) was due to the fact that the applicant or his

lagal predecessor had displaved the i
at an official, cr officially recognise
international e2xhibition within the t2rms ot
the Convention on international exnibiticns

signed at Paris con 22 November 1922 and last

ravised on 30 Neovember 1972."
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Subparagraph (a) covers two different

under the given circumstances must de
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unacceptable abuses. The werding "a
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under an coligation ... to kxeep the in

has in view to ccovar bcoth the cases when ths obliga-
tion is due to a contract, cral cr writtsn, and thas
cases when an obligation of secrecy arises tacizly

by common understanding. Furthermors,. 1T covers tha
cases when the obligation of secrescy is due tc an
employment, including too, the cases where the ozliga-

S
tion has not been impecsed on the smplcyse at the
entering into the employment contract, sut is implied
in the terms of employment. The mentioned obligazicn
may exist thrcugh several links, and iz
subparagraph (a2) in fine that the apciicant as
as all the predecessors must have dcne all that

"could reasconably be reguired to keep the invenztion

secrat". Carelessness may thus result in loss cof
novelty of the invention.
By indicating the second main group of cases, i.=.

cases where the disclosure is "a consecguance cf an

unlawful appropriation”, disclosures on the ba

lD

si
industrial espionage cor "theft" are covered. Th

provision will protect the applicant no matter whether



the unlawful appropriation ias happened at an 2arlisr
link of the chain of third persens wnhnc have becomej
acguainted with the invention and no matter whether
the person whe virtually causes the disclesures is in
good faith. Sowever, it is still a2 conditicn thaw £x

applicant and other sarlier rightiul owners zave dcne

<

all that reascnabdly can be ragquired =c k2ep the inven-

zion secret.

The purpese of suboaracraph (b)) is to taXxe iato

account the cases whers2 it may be aecgassary in créer

Tamal
S eSS =

to finish an invention to test it under ccmpl
realistic circumstancss wher=aby as a mattar of £
it is made available tc the public within the meaniag
of the patent law. The testing must have neen 2e

. [}

formed "bv the inventor orwith his consant”. The laz4s

-

extension must be ccnsiderad tQ ce nt2ce2ssary as clzsan
the individual inventor is nct in 2 pesi
arrange the tastiag himsell the re2aseon s2ia¢ tha
either 1t reaguires extansive space or Lt srasupgpocses
ccssession of varicus measuring appara

cestly lnstrumencts. Tasting is cnl
xta2nt considered reasona

13

o)
f the iaventicn". This imp

0]

1i
ime and a limication detarai

t

i
cf the invention. In Icr instance zhe casa <f 2 sncw
plough ¢r a crane, %t=asting und o

sassing third person may makes himsell acguaintad wi:in
tae iavention is allcwed T2 a large

the cases whers= the invancticn 2.g. ccncs
particular screw. Tc some extsant this is cconneczsd
with the seccnd conditicn of tasting not ceastituting

anticipation, i.e. the proviso th

fu
r
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fu
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measur=as had neen taXan <o

<
It i3 iLacumbent on the invsntor to <f
restrict the possibilitiss of zhe 2u:
itself acguaintad with the iavenzicn
cessible without gr=az troublas or co

impliad in the concept of "tasting" =h

) 40
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cover the case where the invention is finished and
the testing only takes place in order to clarifv the

trade value of the ianvention.

Subparagraph (c) only maintains the present legal

situation. The rule has hardly any wide importance
today but it is due to a very long legal tradition.

3. As concerns the situations of abuse the propcsal
of a re-formulation of Art. 55 of the Eurcpean 2atsnt

Convention implies partly an extension of the scope

of the rule - there is no requirement of "evident"
abuse - partly the proposal contains an explicit
indication of the elements to which importance shall

pe attached in application of the law, Thereby Jgreats
unifaormity and better guidance tc patent applicants

and third persons are ensured.

The part of the provision concerning the situation
of testing is in continuaticn ¢f legal usage 1in

France, legal usage and the preliminary works oi

0

resent law in Denmark and in the other Nordic coun-
tries, and of earlier and present law in the Unizad
Kingdom and Ireland, %oo. From British guartars the
wish was expressed in connection with the AIPPI
discussions to achieve international agreement thac
an invention which by its nature has to be subjectad
to trial in public should be entitled to protecti
despite its disclcsure for the purgpose of resason
trial only. Having in mind the widely expressed
in Germany of reintroduction of the lesgal situation
prior to the 1381 Act with reg
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or
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period, the proposal will comp
wishes expressed. By having an explicit rule und
certain circumstances allcwing tes

of novelty of the invention, a cerzain ccngru2nca wit
the dectrine about experimental use in American law
is obtained, however, without deviating freom the

principle of first-to-file as far as European law Is

-
ps



- a0 -,

142

concerned.

4. It must be considered desirable teo iatroduce
a limited novelty grace pericd of the scope indicatad
i the mentiocned propecsal applicabls within the
Market as a whole. As long as it is to be astimazad
that several years have to pass befors tihe Communiczy
Patant Convention enters into force with respect =0
all Member States, and as furthermors it will taka
some years sefora the aiffect of Art. 88 ¢i cthe con-
.ventzon concerning the opticn between the Ccmmunity .
patent and the Eurcpean patent ceases, unliicrm apopli- '
cation of law is only easured by uniform naticnal

legislations. However, complats security can only Se
obtained if Art. 55 of the Zurorean Fatent Conver

Ticn

»

is amended, too.

It i3 to be estimated as desiraills that the Commissicon
takes an initiative to intrcduce a provisicn naving s
the apcve-menticned cont=ants ia st=2ad ¢ the prssen
orovisions. Besides, an iniziative wizikin shers zile
must be considersd advisanla as iz must ze ragardsd
as desirabls that a Commen Markat iast-umenzs 2

gart of the discussions rscently started withia tias
framework of WIPQ, cf. chaptsr III. In that c2se 2=

coportunity of possibly extending a2 Community ouls2
)i

U

Lo become valid at a glcbal lave

In additicn the lagal securizv cf zats

- -

ané third gersons resident c¢f zhe Comm
increase
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